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Manirovu Springs MineraLt Water Co. v. SCHUELER, ET AL. 


(239 Fed. Rep. 593) 
United States Circuit Court of Appeals, Eighth Circuit 
February 1, 1917 


1. GeocrapHicaL Terms—Exctvusive Rieu. 

No one can apply the name of a district or country to an article 

of commerce, and thereby acquire an exclusive right to its use, or pre- 
‘ vent others from using it on similar goods, produced in such district. 
2, GrocrapHicaAL TeERMs—SeEcONDARY MEANING. 
A trade-mark must be distinctive in its original signification, as 
indicating the origin of the goods, or it must have become so by associa- 
tion. When a geographical name, through long continued use as a 
trade-mark by a particular producer, acquires a secondary significance 
as indicating not only the locality but also the manufacturer, the lat- 
ter may assert his right to the exclusive use of such mark, against 
any one not doing business within the geographical limits denoted by 
the term, and even against one so doing business, if he uses the name 
fraudulently, to deceive buyers. 
3. GeroGRAPHICAL NAMeEs As TrADE-Marks—Ricur To Use. 
| Where a producer has used a geographical name as a trade-mark 
on his product for so long a period as to make it refer to the product, 
rather than the place of manufacture, he is entitled to its exclusive 
use on such product, even though he has removed to another locality. 
t, Trape-Marxs—Ricur to—Prioriry. 

The exclusive right to the use of a trade-mark rests on such early 
use as makes it distinctive of the goods, but absolute priority is not 
required. 

5. Trape-Mark INFRINGEMENT—PLEADING. 

A bill for infringement of trade-marks may not be dismissed in 
limine, because of any inartificiality of pleading therein, provided a 

substantial cause of action is made out. 


Appeal from a decree of the United States District Court, 


District of Colorado, dismissing the bill of complainant. Reversed. 





Ralph Hartzell, of Denver, Colorado, for appellant. 
Charles W. Waterman, of Denver, Colorado, (Caldwell Martin 
on the brief, and John A. Gallaher, of counsel, both of 


Denver, Colorado), for appellees. 


Before Sansorn, Circuit Judge, and Trieper and Van Vat- 
KENBURGH, District Judges. 


Van VaLKENBURGH, District Judge: Appellant, complainant 


below, is a corporation under the laws of Colorado. Appellees, de- 
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fendants below, are citizens and residents of the state of Colorado, 
and are copartners, under the firm name and style of the Ute Chief 
Mineral Water Company, with their principal place of business in 
the town of Manitou in said state. In its bill plaintiff states that: 





It “is the owner and in possession of a large tract of land in the city 
of Manitou and state of Colorado, and of a certain group of large and 
valuable springs of mineral water situate upon said lands, which said group 
of springs are and from time immemorial have been known as ‘Manitou 
Springs,’ as will be hereinafter more particularly set forth. That plain- 
tiff and its predecessors in interest have owned and been in possession of 
said tract of land and said springs for many years. That prior to the 
settlement and occupation of the region now known as the state of Colo- 
rado, the said group of springs had been discovered by the Indian races 
which then occupied said region, and that the Indians, in recognition of the 
agreeable, medicinal and curative properties which the waters of said 
springs possessed, had given to said group of springs the name of ‘Mani- 
tow’ which is a word used in Indian mythology indicating the name of the 
Indian ‘Great Spirit’ or ‘Deity. This name so given to the said group of 
springs by the Indian races was made known to the first settlers and ex- 
plorers of the region by the Indians, and the said group of springs re- 
tained the said name and was so denominated from that time forth until 
the present. That in due course the lands in said region were explored 
and settled upon by citizens of the United States, and the said tract of 
land embracing said group of springs was acquired by the first predeces- 
sors in interest of this plaintiff, and from the time of said first settle- 
ment upon said tract of land until the present date, the said group of 
springs has been called and known as ‘Manitou Springs’ and has been so 
known by the successive owners thereof and as well by the public at large. 
That at all of the times herein mentioned the waters of said springs have 
been known as ‘Manitou Water,’ and the said name has been exclusively 
applied to the waters produced from the said springs and to no other 
water. That soon after the settlement and occupation of the region now 
known as Colorado, the waters of said springs had acquired such a favor- 
able renown for their agreeable, curative and medicinal properties that the 
owners and proprietors thereof engaged in the business of bottling and 
vending the same to the public under the name of ‘Manitou Water’ and 
the successive owners of the said lands and springs have continued the 
said business from that time until the present day. That in the course 
of time and after many years occupied in settlement upon the lands now 
embraced within the state of Colorado and many years subsequent to the 
time when the said springs had become well known as the ‘Manitou 
Springs, and because of favorable climatic conditions in the region sur- 
rounding said springs, and because of the desire of many people to enjoy 
said climatic conditions and the benefits of residence in the neighborhood of 
the said springs, many people settled upon and took up their residence in 
such neighborhood, so that in the course of time a town was organized 
under the laws of Colorado, and to that town, because of its proximity to 
the said springs, was given the name of ‘Manitou,’ said name being given 
to the said town because of its proximity to the said group of springs, 
which, as is herein set forth, had for many years prior thereto carried the 
name of and been widely known by the public as ‘Manitou Springs.’ ” 
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The bill then sets forth: 


That plaintiff is now, and for many years past has been, engaged in 
the business of bottling, manufacturing and selling the waters from said 
springs and products allied therewith; that said business has been con- 
ducted among the several states of the United States and in commerce 
with foreign nations; that in the conduct of said business plaintiff and its 
predecessors in interest have expended large sums of money in building, 
maintaining and operating a large plant of buildings and machinery upon 
said lands, in advertising said waters and allied products, and in establish- 
ing and maintaining sales agencies therefor; that by reason of the 
premises the plaintiff and its predecessors have built up a large and profit- 
_ business; that at all times they have continuously called said waters 

- the name “Manitou” and have used said name upon all bottles contain- 
ing said waters and products from said springs; that said name thereby 
has become widely and favorably known to merchants in and consumers 
of mineral water and allied products throughout the United States. 

“That for many years past plaintiff's predecessors in interest had 
adopted and used as the trade-mark of the waters from said springs and 
the allied products, the word ‘Manitou,’ which trade-mark was in actual 
and exclusive use as a trade-mark in interstate commerce by plaintiff's 
predecessors in interest, from whom plaintiff derived title, for more than 
ten years next preceding February 20, 1905. Jhat plaintiff's predecessors 
in interest of the Manitou Mineral Springs Company, pursuant to the laws 
of the United States in that behalf, on, to wit, the 19th day of December, 
1905, secured from the United States Patent Office, registration of its said 
trade-mark, consisting of the word ‘Manitou’ for its exclusive use in the 
manufacturing and vending of the mineral water and products of its said 
springs.” 

That on the 5th day of December, 1913, this plaintiff acquired said 
properties and business, together with said trade-mark used in connection 
therewith, and is now the sole owner and proprietor thereof. 

“That many years after the discovery of and settlement upon and 
around the group of springs known as ‘Manitou Springs,’ and many years 
subsequent to the time when the waters from the said Manitou Springs 
had become widely and favorably known in commerce among the several 
states and to consumers and to the public generally under the name of 
Manitou, and many years subsequent to the adoption and use of the said 
name ‘Manitou’ by plaintiff's predecessors in interest as the trade-mark 
of the waters from the said Manitou Springs, a certain spring of water 
was discovered near the town of Manitou, Colo., and to the said spring the 
discoverers thereof gave the name ‘Ute Chief Spring.’ That the said last 
named spring was and is entirely distinct and apart from the said group 
‘ springs now owned by the plaintiff, and known, and herein referred to, 

‘Manitou Springs’ or any thereof, and that the waters of the said so- 
ealiel Ute Spring are entirely different in quality and properties from the 
waters of the said Manitou Springs. That after the discovery of the said 
Ute Spring, and as plaintiff is informed and believes, about the year 1902, 
the defendants acquired title to the waters of the said Ute Spring. And 
thereafter the said defendants, against the protest and warning of plain- 
tiff’s predecessors in interest and in violation of the rights of plaintiff’s 
predecessors in interest to the exclusive use of the said trade-mark, and 
without license or permission from plaintiff's predecessors in that behalf 
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undertook to and did and do now use the word ‘Manitou’ upon labels affixed 
to bottles of mineral water prepared, manufactured and sold by the said 
defendants, and did and do now counterfeit and colorably imitate plain- 
tiff’s said trade-mark thereon.” 


Thereafter follow more specific allegations as to the infringe- 
ment complained of and a prayer for injunctive and other equitable 
relief. 

Adopting the foregoing quoted averments, a second count de- 
clares upon a trade-mark registered June 12, 1906, consisting of a 
device— 

“Wherein appears the bust representation of an Indian rising above 
clouds, with the setting sun as a background, and holding in one hand a 
glass and in the other a pipe, a scene showing a house, a well curb, a rock, 
trees, people in the foreground and mountain peaks in the background, the 
word ‘Manitou’ inclosed in quotation marks, the words ‘Original Natural 
Mineral Ginger Champagne Bottled at the Famous Effervescent Springs 
lying at the Foot of Pike’s Peak, Colo., Manitou, Colo., U. S. A. The only 
Water on the American Continent Recharged with its Own Gas. Keep 
Bottle in Cool Place and Lay on its Side.’ ” 

A third count deals with a trade-mark, registered on the same 
date as that next preceding, for the same device except that the 
words “Table Water’ are substituted for “Ginger Champagne.” 
A fourth cause of action counts upon a trade-mark, registered Octo- 
ber 9, 1906, covering the words “Manitou Table Water.” A fifth 
count concerns a trade-mark, registered upon the same date last 
mentioned, consisting of the words ““Manitou Ginger Champagne.” 
A sixth count covers the word “Manitou” alone, registered as a 
trade-mark January 8, 1907. The defendants are charged with 
infringement of all these marks. -A seventh cause of action is for 
unfair competition in trade in connection with the infringements 
aforesaid. 

The defendants moved to dismiss this bill, and each count 
thereof, alleging that the district court was without jurisdiction and 
the bill without equity. This motion was sustained, and plaintifi 
brings its appeal to this court. As stated by counsel for appellees: 

“The motion to dismiss the amended bill of complaint raised the fol- 
lowing propositions: First, that the alleged trade-marks were invalid at 


common law; secondly, that no facts were alleged which brought the case 
within the 10-year proviso of the fifth section of the Trade-Mark Act of 
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1905; thirdly, that no facts were alleged showing any infringement of a 
trade-mark; and lastly, that no facts were alleged showing unfair trade.” 


The first of these points involves the contention that the word 
“Manitou,” which forms the basis of the trade-marks in suit, is a 
geographical name not the subject of a valid trade-mark. 

The following general propositions of law may be taken as 
established: To entitle a name to equitable protection as a trade- 
mark, the right to its use must be exclusive, and not one which others 
may employ with as much truth as those who use it. And this is 
so although the use by a second producer, in describing truthfully 
his product, of a name or a combination of words already in use by 
another, may have the effect of causing the public to mistake as to 
the origin or ownership of the product. Hence no one can apply 
the name of a district or country to a well-known article of com- 
merce, and obtain thereby such an exclusive right to the application 
is to prevent others inhabiting the district or dealing in similar arti- 
cles coming from the district, from truthfully using the same desig- 
nation. The trade-mark must either by itself or by association point 
distinctively to the origin or ownership of the article to which it is 
applied. The reason of this is that unless it does, neither can he 
who first adopted it be injured by any appropriation or imitation 
of it by others, nor can the public be deceived. The first appropria- 
tor of a name or device pointing to his ownership, or which, by 
being associated with articles of trade, has acquired an understood 
reference to the originator, or manufacturer of the articles, is 


injured whenever another adopts the same name or device for 


similar articles, because such adoption is, in effect, representing 
falsely that the productions of the latter are those of the former. 


The trade-mark must therefore be distinctive in its original significa- 
tion, pointing to the origin of the article, or it must have become 
such by association. No one can claim protection for the exclusive 
use of a trade-mark or trade-name which would practically give 
him a monopoly in the sale of any goods other than those produced 
or made by himself. As its office is to point out distinctively the 
rigin or ownership of the articles to which it is affixed, no sign or 


form of words can be appropriated as a valid trade-mark, which 


S. 


2 
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from the fact conveyed by its primary meaning, others may employ 
with equal truth, and with equal right for the same purpose. 

These principles are announced in the following cases decided 
by the Supreme Court of the United States, from whose opinions 
the foregoing statements are substantially quoted. (Canal Co. v. 
Clark, 13 Wall. 311, 20 L. Ed. 581; Columbia Mill Co. v. Alcorn, 
150 U. S. 460, 14 Sup. Ct. 151, 37 L. Ed. 1144; Elgin Watch Co. 
v. Illinois Watch Co., 179 U. S. 665, 21 Sup. Ct. 270, 45 L. Ed. 
365). It is upon these cases that appellees rely chiefly to support 
their position in the point now under discussion. Many other de- 
cisions in various jurisdictions are to the same effect, but the com- 
plete doctrine will be found comprehensively and elaborately an- 
nounced in the three cases cited. 

In Canal Company v. Clark the word “Lackawanna,” as ap- 
plied to coal, was claimed to be the peculiar property and trade- 
mark of the complainants. The court found that this word was not 
devised by the complainants; that they found it a settled and known 
appellative of the district in which their coal deposits and those of 
others were situated; that at the time when they began to use it, it 
was a recognized description of the region and of the earths and 
minerals in the region. The court further said: 

“It may be observed there is no averment that the other coal of the 
Lackawanna Valley differs at all in character or quality from that mined 
on the complainants’ lands. On the contrary, the bill alleges that it cannot 
sasily be distinguished therefrom by inspection. The bill is therefore an 
attempt to secure to the complainants the exclusive use of the name ‘Lacka- 
wanna Coal,’ as applied, not to any manufacture of theirs, but to that por- 
tion of the coal of the Lackawanna Valley which they mine and send to 
market, differing neither in nature nor quality from all other coal of the 
the same region. * * * The defendant has advertised for sale, and he 
is selling coal not obtained from the plaintiffs, not mined or brought to 
market by them, but coal which he purchased from the Pennsylvania Coal 
Company, or from the Delaware, Lackawanna & Western Railroad Com- 
pany. He has advertised and sold it as Lackawanna coal. It is in fact 
coal from the Lackawanna region. It is of the same quality and of the 
same general appearance as that mined by the complainants. It is taken 
from the same veins or strata. It is truly described by the term ‘Lacka- 
wanna coal,’ as is the coal of plaintiffs. The description does not point 


to its origin or ownership, nor indicate in the slightest degree the person, 
natural or artificial, who mined the coal or brought it to market.” 


The bill was accordingly dismissed. 
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In Columbia Mill Co. v. Alcorn the word “Columbia” was ad- 
judged not to be the subject of exclusive appropriation, having been 
in common use long prior to its adoption by complainant and giv- 
ng no information by association, prior use, or otherwise, on the 
subject of origin, production, or ownership. 

In Elgin Watch Co. v. Illinois Watch Co., complainant had 
established a watch factory in the city of Elgin, Ill., and was at- 
tempting to appropriate the name of that city to its exclusive use 
is a technical trade-mark. It appeared that primarily the word 
simply described the place of manufacture, and in no sense pointed 
to origin, production or ownership. The decree dismissing the bill 
was accordingly affirmed. 

A situation altogether similar is disclosed in Castner v. Coff- 
man, (178 U. S. 168, 20 Sup. Ct. 842, 44 L. Ed. 1021), in which 

was sought to appropriate the name “Pocahontas” as applied 
coal. This name was not used until a town was incorporated 
nder that name. The court said: 

“In passing, it is proper to notice that the fact that the coal mined 
the various collieries in operation at the date of this agreement, as is 


he case with the mines now being operated, was from the same seam as 
hat mined at the original Pocahontas mines.” 


It further appeared that there was no evidence of any want of 
‘nowledge on the part of complainants of the designation ‘‘Pocahon- 
as” as the name of the coal mined in any and all of the collieries in 
peration in that region, and that the advertisement of the com- 
plainants made it clear that they were offering for sale, not the 
particular product of any one mine, but that the Pocahontas coal 
which they advertised was derived from numerous collieries within 
the Pocahontas region. 

In John T. Dyer Quarry Co. v. Schuylkill Stone Co., (185 
Fed. 557 [1 T. M. Rep. 63]), the principle involved is further 
llustrated. The stone, quarried, crushed and sold by complainant 

Birdsboro, Berks County, Pa., was of igneous origin, commonly 
known as trap rock, and obtained from a dike of several miles in 


xtent. The court said: 
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“Neither Dyer nor his successors owned or leased the entire dike. N 
reason is perceived why other persons quarrying, crushing and selling t! 
stone from the same dike should not, in the absence of fraud or unfai 
competition in trade, be permitted to use, in connection with the busines; 

‘arried on by them, the words peculiarly appropriate to the stone in that 
dike by whomsoever quarried. Especially is this true in view of the fact 
that, unlike manufactured articles dependent for their excellence upon car 
and skill observed in their production, the quality of trap rock, like many 
other natural products, vegetable and mineral, largely depends upon th 
locality where found.” 

It is, however, uniformly recognized that geographical names 
often acquire a secondary signification, indicative not only of th 
place of manufacture, but of the name of the manufacturer or pro 
ducer, and the excellence of the thing manufactured or produced, 
which enables the manufacturer or owner to assert an exclusiv: 
right to such name as against every one not doing business withi: 
the same geographical limits; and even as against them, if the nam: 
be used fraudulently for the purpose of misleading buyers as to thi 
actual origin of the thing produced or palming off the productions 
of one person as those of another. (French Republic v. Saratoga 
Vichy Co., 191 U. S. 427, 24 Sup. Ct. 145, 48 L. Ed. 247 and 
numerous decisions). 

It will be noted that the prohibition against exclusive ap 
pepe is confined to a name which is, in the language of th 
statute, “merely geographical,’ and “which, from the fact conveyed 
by its primary meaning, others may employ with equal truth and 
with equal right for the same purpose.” 

It may also be laid down, upon reason and authority, that on 
who owns and controls the source of a particular natural product 
such as a spring of mineral water, is entitled to be protected in th 
name given to that product, provided it is one otherwise subject to 
exclusive appropriation as fully and as completely as in the case o! 
any artificial product of manufacture. (Congress Spring Co. v. 
High Rock Spring Co., 45 N. Y. 295-300, 6 Am. Rep. 82; Apo/ 
linaris Co. v. Sherer (C. C.) 27 Fed. 18; Hill v. Lockwood (C. C 
32 Fed. 389; City of Carlsbad et al. v. Thackeray & Co. ( C. ¢ 

7 Fed. 18; City of Carlsbad et al. v. Kutnow et al., 71 Fed. 167, 
18 C. C. A. 24; Northcutt v. Turney, 101 Ky. 314, 41 S. W. 
Dunbar v. Glenn, 42 Wis. 118, 24 Am. Rep. 395). 
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This brings us to a very important distinction or exception in 
application of the doctrine under discussion. It has been held 
Baglin v. Cusenier Co., (221 U. S. 580, 31 Sup. Ct. 669, 55 
Ed. 863 [1 T. M. Rep. 147]), that while names which are 

ierely geographical cannot be exclusively appropriated as trade- 
irks, a geographical name which for a long period has referred 
xclusively to a product made at the place, and not to the place 
tself, may properly be used as a trade-mark, and in such case that 

validly registered trade-mark cannot be used by any one other 
han the owner, even with words explaining that the article to 
which it is attached is not manufactured by the owner of the trade- 


irk. The facts concerning the origin of the trade-mark there 


inder consideration are thus stated: 


“The facts, so far as we deem it necessary to state them, are as fol- 
wws: For several hundred years prior to 1903—save for a comparatively 
ef period following the French Revolution—the Order of Carthusian 
lonks occupied the Monastery of the Grande Chartreuse, near Voiron, in 

Department of Isere, in France. This was their Mother House. There, 
y a secret process, they made the liqueur or cordial which, at first sold 
ally, became, upwards of 50 years ago, the subject of an extensive trade 
nd is known throughout the world as ‘Chartreuse.’ The Monks originally 
ianufactured the liqueur at the Monastery itself and later at Fourvoirie, 
close by. It was marketed, here and abroad, in bottles of distinctive 
hape, to which were attached labels bearing the inscription, ‘Liqueur 
Fabriquée a la Gde. Chartreuse,’ with a facsimile of the signature of L. 
Garnier, a former Procureur of the Order, and its insignia, a globe, cross 
and seven stars; and these symbols with ‘Gde. Chartreuse’ underneath 
were also ground into the glass. In 1876, the then Procureur registered 
two trade-marks in the Patent Office, and these were re-registered in 1884, 
inder the act of 1881. In the accompanying statement the one was said 
to consist ‘of the word “Chartreuse,” accompanied by a facsimile of the sig- 
nature of L. Garnier, and the other ‘of the word symbol “Chartreuse” ’; 
ind the combinations in which these were used were described. In the year 
1903, having been refused authorization under the French law of July 1, 
1901, known as the Associations Acts, the congregation of the Chartreux was 
held to be dissolved by operation of law, and possession was taken of their 
properties in France by a ‘sequestrating administrator and liquidator’ ap- 
pointed by the French court. Forcibly removed from their former estab- 
lishment, and taking their secret with them, the Monks set up a factory at 
larragona, in Spain, and there according to their ancient process they 

ve continued the manufacture of the liqueur, importing from France 
ich herbs as were needed for the purpose.” 


In his opinion Mr. Justice Hughes thus discusses the point now 


under consideration: 
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“It is insisted that the judgment is erroneous in determining that ‘th 
word symbol Chartreuse’ constituted a valid trade-mark. It is argued tha 
‘Chartreuse’ is a regional name; that the characteristic qualities of the 
liqueur were due to certain local advantages by reason of the herbs found 
and cultivated within the district described; that even as used in connec- 
tion with the Monks’ liqueur it was still a description of place; and hence, 
that at most, so far as this word is concerned, the question could be on 
only of unfair competition. The validity of this argument cannot be ad- 
mitted upon the facts which we deem to be established and controlling. [i 
is undoubtedly true that names which are merely geographical cannot bh 
the subject of exclusive appropriation as trade-marks. ‘Their nature 
such that they cannot point to the origin (personal origin) or ownershi; 
of the articles of trade to which they may be applied. They point only a 
the place of production, not to the producer, and could they be ap 
propriated exclusively, the appropriation would result in mischievous mon 
opolies.”” (Canal Company v. Clark, 13 Wall. 324. See, also, Columbic 
Mill Company v. Alcorn, 150 U. S. 460; Elgin National Watch Company 
v. Illinois Watch Company, 179 U. S. 665). This familiar principle, how 
ever, is not applicable here. It is not necessary for us to determine the 
origin of the name of the Order and its chief Monastery. If it be assumed 
that the Monks took their name from the region in France in which they 
settled in the Eleventh Century, it still remains true that it became )« 
culiarly their designation. And the word ‘Chartreuse’ as applied to the 
liqueur which for generations they made and sold cannot be regarded in 
proper sense as a geographical name. It had exclusive reference to th 
fact that it was the liqueur made by the Carthusian Monks at their 
Monastery. So far as it embraced the notion of place, the description 
was not of a district, but of the Monastery of the Order—the abode ot 
the Monks—and the term in its entirety pointed to production by th 
Monks. * * * It could not fail to be recognized at once that these were 
the distinctive designations of the liqueur made by the Monks, and not 
geographical descriptions available to any one who might make cordial 
a given section of country.” 


The distinguishing feature thus pointed out is recognized in tly 
opinion of the Circuit Court of Appeals for the Third Circuit ir 
Apollo Bros. et al. v. Perkins, (207 Fed. 530-533, 125 C. C. A 
192, 195 [3 T. M. Rep. 439]). 


“‘*Nubia,’ it is admitted, is a geographical name, and there is nothing 
in the circumstance of its selection or use by the complainant (such as was 
found in Baglin v. Cusenier Co., 221 U. S. 580, 31 Sup. Ct. 669, 55 L. Ed 
863 [1 T. M. Rpt. 147]) that would permit of its registration under thi 
Trade-Mark Act (33 Stat. 725, U. S. Comp. St. Supp. 1911, p. 1461), se 
tion 5 of which denies registration to marks which consist of ‘merely 
geographical name or term.’ ” 


The deductions to be drawn from the decided cases are that 


geographical names are excluded only when they are merely sucli 


and are not selected, used and appropriated under such special 
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circumstances as to point distinctively to origin or ownership. Im- 


portance attaches to the fact conveyed by its primary meaning, 


whether the term in its entirety embraces primarily the notion of 
place or a distinctive designation of origin and ownership. It ap- 
pears that the latter signification may, under certain conditions, be 
the primary one, even though the name was geographical and re- 
gional at the time of adoption as a trade-mark, and still more would 
this be true if the geographical or regional sense came into being 
ifter such adoption and use, whether technical or otherwise. 

It is true that in Glendon Iron Co. v. Uhler, (75 Pa. 467, 15 
{m. Rep. 599), the borough of Glendon was established after the 
idoption of the word “Glendon” as a trade-mark. The exclusive 
ppropriation of that word was denied as a geographical term. 
(his case is cited apparently with approval in Columbia Mill Co. 
v. dleorn, supra; but the cases of Canal Company v. Clark, Colum- 

a Mill Co. v. Alcorn, and Elgin National Watch Co. v. Illinois 
Watch Company, were all cited and considered in Baglin v. Cusen- 
ier Co., and the unanimous conclusion of the Supreme Court in 
the last-named case was not deemed to be in conflict with the prin- 
ciple announced in the previous decisions of that court. 

It should be noted that all the leading cases, to which reference 
has been made, were decided upon a full presentation of essential 
facts. In the case at bar, we are confined to the allegations of the 
amended bill, and, without losing sight of the accepted rule of con- 
struction against the pleader, nevertheless inartificiality of state- 
ment should not justify summary action in limine, if a cause of ac- 
tion is substantially pleaded. The complainant has stated the 
origin of the trade-mark claimed in terms sufficient to demand con- 
sideration, upon fuller showing, of whether or not this case falls 
within the exception rather than the general rule governing the 
status of geographical names as technical trade-marks. It has 
illeged appropriation of this mark with such legal sufficiency as 
to forbid arbitrary rejection upon the face of the bill. As was 
said in Columbia Mill Company v. Alcorn, supra: 


“The exclusive right to the use of a mark or device claimed as a trade- 
irk is founded on priority of appropriation, and it must appear that the 
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claimant of it was the first to use or employ it on like articles of produ 
tion.” 

But it is held that this does not mean absolute priority lik: 
that required of an inventor in a patent under an absolute statute. 
The doctrine of prior use does not apply with equal force in trade 
mark cases, because the exclusive right to the use of a trade-mark 
rests not on invention, but on such use as makes it point out th: 
origin of the claimant’s goods. It must be early enough for that, 
but absolute priority or invention is not required. (Jacoway v. 
Young, 228 Fed. 630, 143 C. C. A. 152 [6 T. M. Rep. 191]). We 
believe the state of facts tendered by the bill is sufficient to entitl 
complainant to exhibit its proofs in support of its claim of technical 
trade-mark in the word “Manitou” standing alone or in combination 

We have thus far considered only the first proposition raised 
by the motion to dismiss. In view of the conclusion reached a 
passing reference will suffice for the others. We deem it unneces 
sary to decide whether the facts alleged bring the case within the 
ten-year proviso of the fifth section of the Trade-Mark Act of 
1905. It is proper to say, however, that if, upon sound pleading, 
complainant can show an actual and exclusive use of this word 
as a trade-mark of itself or its predecessors, from whom it dé 
rived title, for ten years next preceding the passage of the act ot 
1905, it will be entitled to protection accordingly, even though th: 
word “Manitou” be regarded as used in a sense merely geographical 
(Rossman v. Garnier, 211 Fed. 401, 128 C. C. A. 73 [4 T. M. Rep. 
183|; Thaddeus Davids Co. v. Davids Manufacturing Co., 223 
U. S. 733, 32 Sup. Ct. 528, 56 L. Ed. 635). 

While the allegations respecting infringement and unfair trad: 
might be measurably amplified with a possible gain in definiteness 
and certainty, nevertheless we by no means consider them fatally 
defective upon motion to dismiss. Since appropriate action in th: 
trial court, if thought advisable, may remove all substantial ground 


for criticism in this respect, we deem further discussion of thes¢ 


features unnecessary at this time. The decree is accordingly re 


versed, and the cause remanded to the court below, with directions 
that defendants be permitted to make their answer to the bill, and 
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for such other and further proceedings thereafter as equity may 


demand and permit. It is so ordered. 
















JoseEpH ScuHuitz Brewina Co. v. Houston Ice & Brewine Co., 
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(241 Fed. Rep. 817) 
United States Circuit Court of Appeals, Fifth Circuit 


April 28, 1917 






Trape-MarKs—Cortor—I NFRINGEMENT. 
Where plaintiff registered his trade-mark without claiming any 
particular color therefor, it is not infringed by defendant’s use of a 
label of the same color on similar goods, when the other features of the 
two labels are so different as to prevent confusion. 
Unrairn Competition 1N Get Up—TeEst or. 

In a suit for unfair competition, brought to restrain the use of a 
similar label, the test would seem to be whether the resemblance be- 
tween the labels was such as would be likely to deceive purchasers of 
such capacity and buying under the conditions that the good would en- 
counter, in the particular trade. 

3. Unrarr ComMpeTITION—MISREPRESENTATIONS BY SALESMAN. 
Misrepresentation by soliciting agent, not known to, or authorized 

by the defendant, affords no ground of relief in a suit for unfair 

competition, apart from an improper dress of the goods. 























Appeal from a decree of the United States District Court for 
the Southern District of Texas, dismissing the bill of complaint. 
\tirmed. 


John W. McMillan and Theodore Kroushage, both of Mil- 
waukee, Wisconsin, for appellant. 

Jesse Andrews and Walter H. Walne, both of Houston, Texas, 

for appellees. 


Gruss, District Judge: This is an appeal from a decree of the 
District Court for the Southern District of Texas, dismissing plain- 
tiff’s bill of complaint after final hearing upon the merits. The pur- 

ose of the bill was to restrain the Houston Ice & Brewing Com- 
any, a dissolved corporation and certain individuals, who were 


perating its business as statutory trustees, from selling their bottled 
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beer with such labels and in such dress as would induce the pur 


chasers of it to believe that they were buying plaintiff's product, in- 
stead of that of defendants’. The basis of the plaintiff’s cause of 
action is: (1) An alleged infringement of its several trade-marks; 
and (2) unfair competition. The plaintiff's brewery and shipping 
point is in Milwaukee, and that of the defendant in Houston Texas. 
Both plaintiff and defendant were engaged in selling bottled beer 
throughout the state of Texas, and were in direct competition with 
each other. The plaintiff had for 20 vears or more distributed its 
bottled beer in brown bottles with a brown label. The defendant 
originally employed only white bottles with white labels, but for 
several vears had used also the brown bottles and in connection with 
them brown labels. The evidence tended to show that brown bottles 
were more protective to the beer, and that brown labels were more 
appropriate when used on brown bottles than were white labels. 
The defendants had at one time been the distributing agents for 
the plaintiff's bottled beer in the state of Texas, but had ceased to 
be connected with plaintiff for some time before the suit was filed. 
The plaintiff contended that defendants’ use of brown bottles with 
brown labels first commenced after the relations between plaintiff 
and defendants were severed; but this was disputed by the defend- 
ants. There was evidence as to cases of confusion of brands be 
tween those of plaintiff and those of defendants, and evidence tend- 
ing to show intentional deception on the part of soliciting agents of 
the defendants in the sale of their product; but the defendants 
denied authorization of any deception by their agents. The plain 
tiff did not rely upon the use by defendants of brown bottles; the 
evidence showing that it was plaintiff's custom to sell its bottles 
to other brewers for re-use and to be refilled in the state of Texas 
The alleged infringement and unfair competition were based on the 
use by defendants of a label on its bottles, claimed to have resembled 
plaintiff’s label so closely as to mislead purchasers into the beliet 
that they were buying plaintiff's product, when they were in fact 
buying that of the defendants. 

It is quite clear that there was no infringement by defendants 


of any one of the plaintiff's registered trade-marks. No one 
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these trade-marks claims any color scheme as part of the mark. 


(he differences between plaintiff's labels and those of the defend- 


ts are so marked in other respects that, in the absence of identity 


color, there could be no possibility of confusion between them; 
nd, the right to appropriate any specific color not having been 
reserved in any of the trade-marks, no infringement of them is 
ide out by the plaintiff. 

This leaves for consideration the question as to whether the 
fendants were guilty of unfair competition in offering for sale 
eir bottled beer, in competition with that of the plaintiff, in a dress 
it would likely deceive the purchaser into believing he was receiv- 

the plaintiff's product. This would constitute unfair competi- 
n and justify relief, though the plaintiff failed to establish an in- 
ringement of its technical trade-marks. The dress of defendants’ 

bottled beer, which gives rise to the complaint of the plaintiff, 
nsisted in its having been put up in brown bottles with a brown 
bel, charged to have been imitative of that of the plaintiff. The 
iintiff does not contend that, either by virtue of its registered 
ide-marks or by virtue of continued user, it has acquired the ex- 
isive right to use either brown bottles or brown labels in bottling 
ts beer. It disclaims any right to a monopoly in the color brown, 
and of itself, as applied either to the containers or labels. Its 
xact contention is that the dress of its bottled product in brown 
ittles with brown labels, in combination with certain other ele- 
ents in the label peculiar to it, is entitled to protection, and that 
lefendants by their use of a brown bottle with a brown label, with 
rtain imitative characteristics, has violated its rights. The ques- 
tion, therefore, is whether the two labels are so alike, in respects 
ther than their own color and that of the containers, as to make it 
kely that, because of such other points of resemblance, the product 
t the defendants might be mistaken by purchasers for that of the 
\intiff in the ordinary course of retailing beer. The determina- 
facts are, therefore, the points of resemblance and dissimilarity, 
respects other than their general color, of the two labels, and 


y 


eir probable effect upon consuming purchasers of the_beer. 
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Before referring to the details of resemblance or lack of 
reference to a few pertinent legal principles will not be out 
place. It is well settled that the basis of trade-mark rights is ¢ 
good will of a business, which the mark serves to identify to the pi 
chasing public. Apart from such good will, a trade-mark has 
recognized value and is not the subject of legal appropriatio 
Hanover Milling Co. v. Metcalf, 240 U. S. 403-414, 36 Sup. ( 
357, 60 L. Ed. 713. To constitute a violation of trade-mark right- 
injury to the good will of the owner’s business must appear. T 
purpose of the law in the protection of trade-mark rights is to co: 
serve the good will of the owner’s business, indicated by the use 
the mark, rather than to protect the purchasing public against t! 
imposition of buying goods believed to be of an origin different fro 
their actual origin. Borden Ice Cream Co. v. Borden’s Condens 
Milk Co., 201 Fed. 510, 121 C. C. A. 200; Hanover Milling Co. 
Metcalf, 240 U. S. 403, 36 Sup. Ct. 357, 60 L. Ed. 713. Prot 
tion of the owner’s property right in the established good will « 
his business from piracy by the use by others of a mark, which t! 
owner has adopted to represent his product, is the aim of the law 
and the measure of the rights and obligations arising from it. 
the result of the use of the mark by one other than the owner is { 
enable him to palm off his goods upon buyers as those of the owner 


his competitor, an injury to the good will of the business of t 


owner of the mark results, which the law redresses. The purpos 


being to protect the owner of the mark rather than the purchasing 
public, it would seem unimportant whether or not the purchaser us 
ordinary care to determine the true ownership. If the resemblance 
was such that even unwary purchasers would likely be misled, i: 
jury would result to the owner of the trade-mark. The test wou 
seem to be whether the resemblance was such as would likely decei\ 
purchasers of the capacity and under the conditions that the good 
would encounter in the course of business of the particular trad 
While the owner of the mark is not chargeable with the want 
care of the purchasers of his goods, if he is injured by their being 
deceived by his competitor’s mark, yet it is clear that not every d 


ception of customers can be said to be the result of trade-mark 
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‘ingement or unfair competition in the use of similar marks or 
lress for goods. 

[t is conceivable that purchasers of bottled beer might be mis- 
| as to the maker of the beer by the color of the bottle, in the 
bsence of any label on it. It is probable that purchasers of 
ttled beer are frequently deceived as to its maker by the color of 

bottle, together with the color of the label. A brown bottle with 
brown label indicates to many the beer of the plaintiff. If they 
mined no further than the color of the bottle and the color of the 
ibel, the deception as to the origin of the beer would be complete, 
ind vet the plaintiff's counsel concedes that neither the brown bottle, 
r the brown label, nor both in combination, apart from other 
oints of resemblance, would establish infringement or unfair com- 


petition. All breweries having the right to adopt the use of brown 
ttles with brown labels, no legal injury can result to any brewer 
a deception caused by the use of brown bottles with brown 
ls alone. The points of resemblance, to justify relief, must be 
matters which the complaining party has the right to use ex- 
sively. This principle applies to unfair competition as well as 
to infringement. In the case of Coats v. Merrick Thread Co., 149 
S. 562-573, 13 Sup. Ct. 966, 970 (37 L. Ed. 847) the Supreme 
Court said: 


“There is no doubt a general resemblance between the heads of all 
ols containing a black and gold label, which might induce a careless pur- 
ser to accept one for the other. Defendants, however, were not 
ind to any such degree of care as would prevent this. Having, as we 
e already held, the right to use the black and gold label, and the 
iphery embossed with the number of the thread, they were only bound 
take such care as the use of such devices, and the limited space in 
hich they were used, would allow. In short, they could do little more 
in place their own name conspicuously upon the label, to rearrange the 
mber by placing it in the border, instead of the center, of the label, and 
omit loops of the plaintiffs’ periphery, and substitute their own star 
tween the numerals. Having done this, we think they are relieved from 
rther responsibility. If the purchaser of such thread desires a par- 
ular make, he should either call for such, in which case the dealer, if he 
off on him a different make, would be guilty of fraud, for which the 
endants would not be responsible, or should examine himself the letter- 
x upon the spools. He is chargeable with knowledge of the fact that 
manufacturer of six-cord thread has a right to use a black and gold 
el, and is bound to examine such label with sufficient care to ascertain 
name of the manufacturer. * * Having already held that de- 
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fendants had a right to make use of the embossed numeral in the per 
iphery, their union of the two devices upon the same spool head, both being 
originally designed to be used in conjunction, cannot be made the basis ot! 
a suit.” 


In the case of N. E, Awl Co. v. Marlborough Co., 168 Mass 
154, 46 N. E. 386, 60 Am. St. Rep. 377, Justice Holmes said for 
the court: 


“The ground of the ruling probably was that the plaintiff did no 
claim a trade-mark in boxes or labels, and that its objection to the di 
fendant’s boxes was solely because the label was of the same color as thi 
plaintiff's. Of course a person cannot claim the monopoly of a color in 
connection with a particular line of trade, and very likely not in connec- 
tion with the labels of a certain kind of goods generally. But the most 
universal element may be appropriated as the specific mark of a plaintiff's 
goods, if it is used and claimed only in connection with a sufficiently com- 
plex combination of other things. The plaintiff did not claim the ex 
clusive right to brown labels for awls, but it claimed the exclusive use ot 
the brown color in the combination which we have described. If the onl) 
other element besides the color had been a box of a certain size and a label! 
of a certain shape, the case might be different. Morgan’s Sons Co. 
Trowell, 89 N. Y. 292, 42 Am. Rep. 294. But when there is added an ii 
scription, which both in its pictorial aspect of black marks and in it 
meaning was calculated to confuse, if not to deceive, the plaintiff’s claim 
seems to us moderate.” 


In the case of Continental Tobacco Co. v. Larus Bro. Co., 133 
Fed. 727, 66 C. C. A. 557, the court said: 


“From an inspection of the exhibits, in connection with the weight of 
evidence, we think it clearly appears that the matters in which the d 
fendant’s plug of tobacco is similar to complainant’s—that is to say, tl 
size and shape of the plug, the indented marking to assist in cutting off t! 
smaller piece, the use of the indented name of the manufacturer, the us 
of a yellow tag lettered with the name of the brand—are in common use, 
rand in the present case the manufacturers’ names are easily read, and a: 
so dissimilar that there appears to us no ground for the contention that 
there is an unfair imitation likely to deceive. 

“As to actual deception, the proof is not at all convincing; the most 
that is established is that the plugs look alike, and, if the illiterate and ii 
attentive purchaser was guided by the color and size of the circular ta 
alone, he might mistake one for the other, but that is quite true of almo 
all forms of manufactured tobacco. The answer of the defendant, swor 
to by the originator of the ‘Richmond Best Navy’ brand, swears that ther 
was never any purpose or intention to imitate the complainant’s ‘Mast: 
Workman’ brand, or to attempt in any way to appropriate the trade of t! 
complainant by creating any confusion as to their respective brands. 

“It is urged that the illiterate persons, such as those who mostly u 
this kind of smoking tobacco, look only at the color and size of the tag: 
but this is not good ground for relief, for we find from the proofs that t! 
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color and size of the yellow circular tags are not of themselves a distinction 
which either manufacturer can appropriate.” 


In the case of Payton v. Snelling, 17 R. P. C. 48, 52, quoted 


ipprovingly in United States Tobacco Co. v. McGreenery (C. C.) 
144 Fed. 531, 532, the court said: 


“He [the plaintiff] must make out, not that the defendant’s are like 
is by reason of those features, which are common to them and other people, 
it he must make out that the defendant’s are like his by reason of some- 

thing peculiar to him, and by reason of the defendant having adopted some 
mark, or device, or label, or something of that kind, which distinguishes 
e plaintiffs from other goods, which ‘have, like his, the features common 
the trade. Unless the plaintiff can bring his case up to that, he fails. 
The evidence is very strong that one tin may be mistaken for the other, 
very likely; but w hy: ? Because of the features common to them and com- 
mon to all. The only question you have then to consider is whether the 
defendants’ get-up is so like the plaintiffs’ as to be calculated to be mis- 
iken for it. But when, as in this case, and in the last, what is called the 
laintiffs’ get-up consists of two totally different things combined, namely, 
get-up common to the trade, and a distinctive feature affixed or added to 
the common features, then what you have to consider is not whether the 
defendants’ get-up is like the plaintiffs’ as regards the common features, 
uit whether that which specially distinguishes the plaintiffs’ has been taken 
by the defendants.” 


In the case of American Tobacco Co. v. Globe Tobacco Co. 

C.) 193 Fed. 1015, the court said: 
“There are some resemblances in the packages, but most of them arise 
‘from features which have been combined in common use and to which no 
has exclusive right.’ That any one is deceived by the size, shape, tin 
foil, or general makeup of the package, or by its paper, lettering, or color, 
does not help the complainant’s case. All these are old separately and in 


combination. The complainant must show deception arising from some 


features of its own not common to the public.” 


These citations sustain these propositions. (1) That the re- 
semblances relied upon by plaintiff must be in points not common 
to the trade, but in things it had the exclusive right to use, and 
hence the color of the bottle and the color of the label are to be 
eliminated; and (2) that the resemblances in other points, which 
admit of exclusive appropriation by plaintiff, must be such as would 
deceive an ordinary purchaser, buying in the manner in which pur- 
chasers usually buy similar goods, and that no distinction is to be 


made in this respect with regard to the illiterate and unwary. 
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Applying these principles to the labels used by the respectiv: 
parties: Whether Exhibit C to the bill of complaint is an infring 
ment of Exhibit A becomes unimportant, in view of the concessio: 
in argument by counsel that the two labels, on which the court's 
determination was sought, were Exhibit A, plaintiff’s label, and 
Exhibit J, that last adopted by the defendants, and used by the: 
at the time of the hearing in the District Court. The latter do 
not carry the resemblance in the initial capital letter “S” to that o! 
the same letter on plaintiff's label that appeared in the former 
The points of resemblance between Exhibit A and Exhibit J ar 
the white lettering and white marginal lines on the brown back 
ground and the blue circle with white lettering in it. The points 
of dissimilarity are: (1) The shape of the label, plaintiff's being 
rhomboidal, defendants’ rectangular; (2) the character of th 
script; (3) the contents of the blue circle, plaintiff's being a globe, 
defendants’ a red star having in its center a magnolia blosso 
and leaves; and (4) the inscriptions, there being an entire dis 
similarity in this respect, each label showing the respective nam¢ 
of the maker and the distinctive brand of beer. 

Eliminating the color of the bottles and the color of the label 
as elements of confusion, it seems clear that no one could be misled 
by the other resemblances between the two labels, since a clos 
enough inspection to reveal them would also reveal the more glar 
ing points of dissimilarity mentioned, and to a literate person tl: 
difference in the origin of the product, disclosed by the different 
inscriptions on the two labels. Even an illiterate person could 
hardly fail to distinguish the differing shape of the labels and tl 
differing character of the script and of the circular inner labels, : 
they examined them with the slightest attention. We are not to 
considered as holding, however, that defendants were under 


duty to make their label so different from plaintiff's label that 


illiterate person, or one who was so unwary as to be misled by t! 
mere brown color of the bottle and label, would be better inform: 


from the contents of the label, upon so casual an inspection of 


A majority of the court are of the opinion that, eliminating the el 


ments that were common to the trade, namely, the brown bottle and 
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brown label, there was enough dissimilarity in other respects 


etween the two labels to justify defendants’ use of their label with- 
it the imputation of unfair competition. 

There is evidence in the record that agents of the defendants 
dvised purchasers of defendants’ bottled beer in brown bottles with 
rown labels that it might be sold as plaintiff’s beer to their cus- 
tomers. The defendants deny any knowledge of any such repre- 
entations by their agents, and deny that any authority was given 
heir agents to make such representations. The District Court 
found the facts against the plaintiff on this issue, and dismissed the 
ll, either because not satisfied that the representations were made 
by the agents, or, if made, that they were authorized by the defend- 
uts, or known to them. Occasional misrepresentation of soliciting 
gents, not shown to have been known to or authorized by defend- 
nts, would afford no ground of relief on the ground of unfair com- 
petition, apart from an improper dress for their goods. A majority 
{ the court are of the opinion that the finding of the District Court 

this respect should not be disturbed. Of course, if misrepre- 
entations by the agents of the defendants should, in the future, 
ntinue to such an extent and over such a period of time as to 
thorize the inference that they were authorized, either expressly 
r by aequiescence, by the defendants, a question of unfair competi- 
on, apart from the use of improper or infringing labels, would 
rise, the determination of which would not be concluded by the 
cree in this cause, which in that respect is to be limited in its 
feet to the conditions existing not later than the date of the 
ree of the District Court dismissing the bill. 

A majority of the court are of the opinion that the decree of 


District Court should be affirmed; and it is so ordered. 
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3curNs Co. v. AuTroMaATic RecorDING SAFE Co. 


(241 Fed. Rep. 472) 
United States Circuit Court of Appeals, Seventh Circuit 
March 27, 1917 


Trape-Marks—I NFriINGEMENT—“TELLER” FoR SAFES NOT Descriptivt 

The word “Teller” as a trade-mark for portable bank safes, used 
either alone, or preceded by such words as “Traveling,” “Home, 
“Receiving,” “Savings” or “Automatic,” is fanciful, rather than de 
scriptive, and entitled to protection. 
Trapve-Mark—INFriINGEMENT—DaMacEs. 

Infringement of trade-mark may be shown in aggravation of 
damages for patent infringement, though the court has no jurisdic 
tion over the cause of action for trade-mark infringement. 


Appeal from decree of the United States District Court 
Northern District of Illinois, for complainant. Dismissed as t 


trade-work infringement, for lack of jurisdiction. 


For opinion of the court below, see 5 T. M. Rep. 394; a series 
of cases were involved in each court. 


John H. Lee, of Chicago, Ill., for appellant. 
Gerald G. Barry, of Chicago, Ill., for appellees. 


Before Konisaat, Mack and Atscuvter, Circuit Judges. 


Mack, Circuit Judge: These cases, together with a case 
against a dealer in the District Court for the Southern District of 
New York, involving, however, the product of the White Brass Cast 
ings Company, were all heard by Judge Sanborn about the san 
time and were decided together. His opinions will be found re 
ported in 224 Fed. 506, 512 and 513 [5 T. M. Rep. 394]. 

* * * * * 

In so far as unfair competition is relied upon as a separat 
and distinct cause of action, the court was without jurisdiction bot 
in the Bankers’ Registering Safe Company Case and in the W. ! 
Burns Company Case, as there was no diversity of citizenship 
(U. S. Expansion Bolt Co. v. H. J. Kroncke Hardware Co., 
Fed. 868, 148 C. C. A. 466, decided by this court April 18, 1916 





WwW. F. BURNS CO. V. AUTOMATIC RECORDING SAFE CO. 4.7 


If, however, in infringing upon plaintiff's patent rights, de- 
ndants have aggravated the damages by unfair competition in the 


ile of the very infringing articles any damages thus caused may 


be awarded in the accounting. (Payson Manufacturing Co. v. 
Ludwigs, 206 Fed. 60, 124 C. C. A. 194; [7 T. M. Rep. 49]). 
Without detailing the evidence, we are satisfied therefrom that the 


trial judge correctly held that the probable result of similarity of 


ppearance, confusion and deception, actually occurred in the 
Bankers’ Registering Safe Company Case, and that in the Burns 
ompany Case, neither actual nor probable deception or confusion 
vas established. 

Violation of a common-law trade-mark, by its use on the in- 

fringing article, may also be shown in aggravation of damages. In 
the Bankers’ Registering Safe Company Case, the bill alleged a 
trade-mark in the word “Teller” and its employment on plaintiff's 
product, usually associated with some auxiliary word, such as 
[raveling,’ “Home,” “Savings,” “Receiving,’ or “Automatic,” 
nd charged a violation thereof by the use of the words “Depositor’s 
eller” on the infringing device. The evidence showed registration 
n Illinois both of “Teller” and of “Traveling Teller” as trade- 
arks, and federal registration of “Traveling Teller” only. 

Proof of actual use of the word “Teller” to designate gen- 
erically plaintiff's safe, even though never alone, but always in 
issociation with one or the other qualifying word dependent upon 
the specific form of safe, was sufficient to establish a common-law 
trade-mark in the word “Teller.” And the District Judge was 

early right in holding this word, as applied to portable bank safes, 
to be purely fanciful, and, however suggestive, in no sense descrip- 
ve of the device. 

The decrees in each of these cases will be reversed, with direc- 

ons to enter decrees in accordance with the views herein expressed. 
(he original complainant will recover costs in all of the appeals 


nd cross-appeals. 
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Unit Construction Co. v. Huskry Mra. Co. 


(241 Fed. Rep. 129) 
United States District Court 
Eastern District of Pennsylvania, March 24, 1917 


Unrair ComMPetitioN—J URISDICTION. 

In a suit between citizens of the same state involving patent in 
fringement, a federal court has no jurisdiction over a cause of actior 
for unfair competition, simply because it arises out of the sale of th 
alleged infringing article. 

In equity. On motion to dismiss bill, as to cause of action for 


unfair competition. Granted. 


Murdoch Kendrick, of Philadelphia, Pa., and J. Granvil 
Meyers and Rk. B. Cavanagh, both of New York City, 
for plaintiff. 


Howson & Howson, of Philadelphia, Pa., for defendant. 


Braprorp, District Judge: The Unit Construction Company. 
a corporation of Pennsylvania, has brought its bill against the Hus 
key Manufacturing Company, a corporation of the same state, 
charging infringement of letters patent of the United States No. 
1,176,692, for improvements in unit partition and wall construction, 
and design letters patent of the United States No. 49,232 for a 


design of a wall panel or partition. The plaintiff further alleges 


that the defendant has been guilty of unfair competition. The de 


fendant has moved that the bill be dismissed so far as it seeks relief 
on the ground of unfair competition, for the reason that both parties 
being citizens of Pennsylvania this court has no jurisdiction to grant 
relief on that ground. Aside from patent infringement the bil! 
both in form and in substance, alleges and seeks relief for unfair 
competition. The first paragraph of the stating part of the bil 
states that: 


“In the said eastern district of Pennsylvania this defendant has also 
committed the acts of unfair competition hereinafter complained of.” 


Paragraph 14 is as follows: 
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“14. This plaintiff says that in order to make known to purchasers 
nd to the public the merits and advantages of said patented inventions 
nd to thereby create a legitimate demand therefor, this plaintiff has con- 
nuously carried on an extensive campaign of advertising both by cir- 
ilars, catalogues, circular letters and the like, and by advertisements in 
trade journals and national magazines. These circulars, catalogues and 
advertisements have contained cuts accurately representing the design and 
ppearance of plaintiff's patented inventions, and in the case of the cata- 
logues, particularly, cuts representing detailed features of plaintiff’s con- 
struction have been shown; that in this connection plaintiff has been put 
to and about great expense and effort in designing and devising a novel 
nd ingenious diagrammatic system illustrative of installations of the 

tented booths, the partitions and the like, and in conjunction therewith 
system of list-price on installations applicable to and to be read in con- 
unction with the diagrammatic system, such diagrammatic system and 
list-price of installations to be used in conjunction therewith is illustrated 
on pages 4 and 5 of a sample of one of plaintiffs printed circulars at- 
tached hereto and made a part of this bill and marked ‘Plaintiffs Ex- 
hibit A—Plaintiff’s Circular.’ Furthermore, in its circulars like the sample 
‘Plaintiff's Exhibit A—Plaintiff’s Circular, this plaintiff has embodied cuts 
or pictorial representations of certain actual installations made by it for 
istomers, and to obtain which it was put to and about considerable ex- 
pense. This plaintiff has expended large sums of money in such adver- 

ing, in addition to salaries and other expenses of salesmen in promoting 
nd forwarding the sale of these patented structures. In all of plain- 
tiffs advertisements attention has been directed to the fact that these 
patented structures were manufactured by plaintiff, and by reason of 
ich advertising the purchasing public generally have become familiar 

th the designs and appearance of plaintiff's inventions. Manufacturers 
of similar goods have generally respected plaintiff’s rights in said patented 
structures and design, and in and to its advertising matter thereof, but this 
defendant, Huskey Manufacturing Company, well knowing all of the 
facts above set forth, without right or authority and against the will of 
plaintiff, and for the purpose of appropriating to itself a part of the 
profits rightfully due to the plaintiff from the sale of structures embody- 
ing plaintiff’s patented inventions has imitated and duplicates plaintiff’s 
patented structures in all their essential features, and has advertised such 
imitations for sale through the medium of catalogues, circulars and the 
like, and has inserted in said catalogues, circulars and the like, cuts, plans 
of diagrammatic systems and list-price installations in imitation of plain- 
tiffs advertising matter, and has shown in such circulars and catalogues, 
the infringing structures in the exact position in which they are shown in 
plaintiff's advertisements, circulars and catalogues relating to its patented 
tructures. Such catalogue or circular of the defendant is attached hereto 
and made a part hereof, and is marked ‘Plaintiff's Exhibit B—Defend- 
int’s Catalogue.’ Plaintiff further says that the infringement and imita- 
tions of plaintiff's patented structures thus wrongfully manufactured and 
sold by the defendant as herein complained of, are of inferior manu- 
facture of the structures of plaintiff, and are sold to merchants and the 
dealers at a price materially below that at which plaintiff’s patented struc- 
tures are sold to the merchants and the dealers, and that the appearance 
of defendant’s infringing structures are so similar to the patented 
structures of plaintiff as to be likely to deceive purchasers, from all of 
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which wrongful acts the defendant has secured and is securing a large 
amount of the profits, which this plaintiff as owner of said patented 
structures is justly entitled, and by reason of the inferior quality of de- 
fendant’s imitation and infringing ‘structures, the reputation of plaintiff's 

patented structures has been, and is being damaged in the minds of the 
purchasing public, as this plaintiff is informed and believes.” 


The plaintiff prays not only that the defendant be restrained 
from infringing the two patents, or either of them, but “from using 
cuts, reproductions and advertising or printed matter so similar in 
appearance to plaintiff's cuts or reproductions, advertising or 
printed matter as would be likely to deceive and confuse pur- 
chasers”; and further, that the plaintiff “may have such other and 
further relief as to this court may seem meet.” This prayer is 
broad enough to cover not only damages and profits for patent in- 
fringment, but damages for unfair competition. If patent infringe 
ment were not charged in the bill undoubtedly this court would lack 
jurisdiction owing to identity of citizenship as between parties. 
But it is urged that relief on the ground of unfair competition may 
be treated as merely incidental to the principal relief sought, 
namely, that for patent infringement, and that, the court having 
jurisdiction over the patent litigation, incidental relief may be 
given on the former ground. And it is further urged that on thi 
assumption that relief cannot be given in this suit on the ground ot 
unfair competition as such, the allegations of unfair competition 
may be treated as disclosing a deliberate and fraudulent intent ac 
companying the alleged infringement. While these contentions do 
not wholly lack judicial support, I think there is fatal vice in each 
of them. Patent infringement and unfair competition in trade aré 
separate causes of action, distinct in their nature. There are es 
sential differences between them. Patent infringement is the viola- 
tion of an exclusive monopoly created by statute. No element of 
monopoly is necessary or involved in unfair competition. The doc 
trine of unfair competition does not forbid or discountenance the 
manufacture or sale by any one of articles belonging to the class 
constituting the subject of such competition. It merely prohibits a 
fraudulent or wrongful placing of the articles on the market in such 
manner or dress as to deceive or be calculated to deceive purchasers 
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into the belief that such articles were manufactured or prepared and 
directly or indirectly placed on the market by persons other than 
those practicing such unfair competition. The essence of the doc- 
trine is that no one is to be allowed fraudulently to palm off upon 
the public his goods as those of another. The establishment of un- 
fair competition requires proofs and the application of principles 
radically different from those necessary to support a charge of 
patent infringement. What is necessary to constitute an act of 
infringement lacks some of the essential elements of unfair com- 


petition. In no legitimate sense can it be claimed that relief for 
unfair competition is incidental to relief for patent infringement. 


The court has no jurisdiction over an unfair competition controversy 


between citizens of the same state, and the coupling of the two 
uses of action in the bill in question is not only unsupported by 
principle and calculated to embarrass the orderly administration of 
justice, but, with respect to the charge of unfair competition, is 
forbidden by the jurisdictional limitation of judicial power. The 
conclusion thus reached is supported and required by the authorities. 
tule 26 of the equity rules prescribed by the Supreme Court (201 
Fed. v, 118 C. C. A. v), it is true, provides that “the plaintiff may 
join in one bill as many causes of action, cognizable in equity, as 
he may have against the defendant.” That rule recognizes that 
causes of action against a defendant joined in one bill may not 
under all circumstances be “conveniently disposed of together,” for 
in such case the court “may order separate trials.” But however 
that may be, it is clear that a mere rule, though prescribed by the 
Supreme Court, cannot override the statutory limitation of juris- 
diction imposed upon this court. In Geneva Furniture Co. v. Kar- 
pen, (288 U. S. 254, 259, 35 Sup. Ct. 788, 789), the court said: 
“It hardly needs statement that the jurisdiction as limited and fixed by 
Congress cannot be enlarged or extended by uniting in a single suit causes 
of action of which the court is without jurisdiction with one of which it 
has jurisdiction. Upon this point the rule otherwise prevailing respecting 
the joinder of causes of action in suits in equity must of course yield to 
the jurisdictional statute.” 
Among the numerous cases declaring and applying the principle 
thus authoritatively enunciated by the Supreme Court are Cushman 
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v. Atlantic Fountain Pen Co. (164 Fed. 94); National Casket Co. 
v. New York & Brooklyn Casket Co. (185 Fed. 533); Electri 
Boat Co. v. Lake Torpedo Boat Co. (215 Fed. 3877); Johnston vy. 
Brass Goods Mfg. Co. (201 Fed. 368); Keasby & Mattison Co. v. 
Philip Cary Mfg. Co. (113 Fed. 432); King & Co. v. Inlander (133 
Fed. 416); Mecky v. Grabowski (177 Fed. 591); Burt v. Smit! 
(71 Fed. 161, 163, 17 C. C. A. 573). 

The position that the allegation of unfair competition is proper 


as a disclosure of the aggravated character of the infringement in 


its bearing upon the question of increased damages is equally un 


tenable. In the first place, this contention is inconsistent with thé 
fact that the plaintiff complains in the bill of unfair competition as 
such. And secondly, if under the bill as drawn increased or trebl 
damages are recoverable it is competent for the plaintiff after inter 
locutory decree to establish before the master facts and circum 
stances justifying and requiring an allowance in the final decre 
of treble damages. 

The bill must be and hereby is dismissed without prejudice so 
far as it seeks relief on the ground of unfair competition in trade, 
with leave to the plaintiff within thirty days from this date to so 
amend the stating part and prayers of the bill as strictly to limit 


the relief sought to profits and damages for patent infringement. 


Luminous Unir Co. v. R. Wittiamson & Co. 


(241 Fed. Rep. 265) 
United States District Court, Northern District of Illinois 
March 28, 1917 


Unrair CoMPetitioN—SIMILARITY OF DEsIGNns. 

Unfair competition consists essentially in procuring the sale o 
one’s own goods by fraudulently representing them as those of 
competitor. Where a device has reached its final functional form, 
competitor is not allowed to copy the exact design of another in suc 
a way as to deceive the public as to the origin of the goods, 

2. Uwnrair CompetTition—NEeEcEssary Form oF ARTICLE. 

The use by a competitor of mechanical elements necessary to th 

construction and practical operation of a device, the elimination of 
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which would sacrifice economy and efficiency, is not presumptive evi- 
dence of unfair competition. 


In equity. On final hearing. Decree for complainant. 


Harry Lea Dodson, of Chicago, Ill., and Zell G. Roe, of 
Dubuque, lowa, for plaintiff. 
A. Miller Bellfield and Culver, Andrews & King, all of Chicago, 


for defendants. 


Sansorn, District Judge: Infringement suit on two patents 


issued to Edwin F. Guth, with a second claim for unfair competi- 


tion. 
* * * * ¥* 

The second cause of action, for unfair competition, presents 
interesting questions. Defendant tried to make a different fixture, 
but found that Guth had made one which apparently cannot be 
changed, except in appearance, without greater expense, nor with- 
out destroying symmetry and efficiency. So defendant appropri- 
ited it bodily, with a single change. It put a boss in the center of 
the canopy. The two can be distinguished on examination, but are 
easily confused. ‘The secretary of the company was asked how 
they came to produce the 400 Unit, and he said they had in mind the 
Braskolite. 

The essence of unfair competition is indicated by its legal 
iame. It is fraudulent competition in trade. Those in similar 
business may freely compete so long as they do not appropriate the 
reputation of a competitor’s goods. Fair competition is encouraged 
by the law. Even where a device has reached its final functional 
form, like a pair of shears, or an electric motor, a competitor is not 
llowed to pirate the exact design of another for the purpose of 
deceiving the public by misrepresenting its origin and passing it off 
s produced by the latter. The gist of the legal wrong of unfair 
competition is invading the right of another by procuring the sale 
of his own goods through express or implied misrepresentation that 
they are those of his competitor. 

The right of one who has produced a new form of device, and 


lilt up a trade upon it, is like the patent right. It is not an 
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estate or interest which he can sell to another, but merely a right of 
exclusion. The patentee may exclude all others from making 
selling, or using the patent form. He cannot license or conve; 
anything more than the same right of exclusion. So the owner of a 
fixture, machine, or device, patented or unpatented, who has ob 
tained a trade in it, may simply exclude others from taking away 
that trade when they deceive the purchasing public as to the origi: 
of the goods sold by them. Counsel for defendant correctly defines 
unfair competition thus: 

“Briefly, it consists in misrepresenting the origin of the goods, or thei 
source of manufacture or distribution. That is the one essential, cardina 
element of the whole matter. Without it there can be no case of unfai 
competition whatever. We may add that misrepresentation as to the 
origin of the goods may, of course, be either expressed or implied. If 
manufacturer makes his labels or boxes so similar in appearance, or un 
necessarily colors or ornaments his article so much like the other artick 
that purchasers are likely to be deceived as to the origin or source, this 
fact may be an element of evidence that he has adopted those colors or 
labels or outward appearances for the purpose of assisting him in misrep 
resenting the origin of the goods, and in palming off his goods as those of 
the other manufacturer.” 

Counsel go on to state an exception established by such cases 
as Pope Automatic Co. v. McCrum-Howell Co., (191 Fed. 979, 112 
C. C. A. 391, 40 L. R. A. (N. S.) 463 [2 T. M. Rep. 109]), relat- 
ing to a vacuum cleaner, and Marvel v. Pearl, (133 Fed. 160, 66 
C. C. A. 226), relating to a syringe. The exception referred to is 
that, where the particular form is adopted to carry out economic, 
structural, or functional requirements, such act is no evidence of 
fraud or unfair competition. Necessary elements of mechanical 
construction, essential to the practical operation of a device, and 
which cannot be changed without either lessening the efficiency or 
materially increasing expense, afford no presumption of an intent t 
compete unfairly. As I understand the rule of the vacuum cleaner 
case, a manufacturer may copy the functional features of an exist 
ing device, so long as he does not reproduce mere details anim 
furandi. If he seizes upon immaterial features, such as color, wit! 
intent to appropriate trade which belongs to another, he is liabl: 
for unfair competition, if the case involves misrepresentation as t 
origin, (Yale & Towne Mfg. Co. v. Alder, 154 Fed. 37, 83 C. C. A 
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149; Enterprise Mfg. Co. v. Landers (C. C.) 124 Fed. 923; Con- 
solidated Ice Co. v. Hygea Distilled Water Co., 151 Fed. 10, 80 
C. C. A. 506; O'Connell v. National Water Co., 161 Fed. 545, 88 
C. C. A. 487; Yale & Towne Mfg. Co. v. Worcester Mfg. Co. 
DD. C.) 205 Fed. 952 [3 T. M. Rep. 447]; Marvel v. Pearl and 
Pope Automatic Co. v. McCrum-Howell Co., supra). 

That the Braskolite had become favorably and widely known 
throughout the country is fully established by the evidence. Con- 
sequently the appropriation of it by the defendant was unfair, and 
enabled it at once to take advantage of plaintiff's outlay and enter- 
prise and trade on its reputation. Defendant tried to find an equiv- 
alent form which would not so closely resemble the other, but, find- 
ng it difficult to do this in respect to the canopy, concluded to adopt 
the device as a whole. The exact shape of the bowl is not fune- 
tional, nor its markings, nor the number and style of hangers. The 
unique and attractive style of the Braskolite indicates origin in the 
most effective way, but defendant calmly takes it over, and then 
protests that there is no proof that the public is deceived. That 
confusion in the minds of dealer and buyer should have resulted 
vas inevitable. The only distinguishing feature is the boss, and the 
two lamps were before me for hours before I noticed it. Defendant 
could have so changed its device as to avoid this confusion without 
interfering with economic, structural, or functional requirements, 
because there is nothing in the shape of the bowl which is essential. 
This is a clear case of implied or circumstantial proof of misrepre- 
sentation of origin. If the shape of the bowl were functional, as 
ts color is, and as the canopy is, defendant’s act would be damnum 
hsque injuria. I think it is established by the proof that defend- 
nt did not in good faith use reasonable diligence to avoid deceptive 
resemblances which might mislead the trade, and that plaintiff is 
entitled to injunction and damages. 

There should be a decree affirming the validity of both patents, 
olding the first infringed, and the second not, with an injunction 


igainst further infringement and for an account of profits; also an 


njunction against unfair competition and for the damages thereby 


used. Costs against defendant. 
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AssoctaTeD Press v. INTERNATIONAL NEWS SERVICE 
(240 Fed. Rep. 983) 
United States District Court 
Southern District of New York, March 29, 1917 


Lirerary Property—UnNrair CoMPETITION—APPROPRIATION OF NEws. 

A news agency engaged in the gathering of news, which it di 
seminates among its members, is entitled to protection against the 
fraudulent appropriation of such news by a competitor, either by cop) 
ing same from advance news sheets or obtaining it directly from cor 
plainant’s employees. 

Unrair CompetitioN—Piracy or News—Time Limir. 

While the publication by defendant of news copied from ear! 
publications of complainant’s members before sufficient time has 
elapsed for its general dissemination amounts to unfair trade, a pri 
liminary injunction will not issue as the matter is one of first in 
pression. 


In equity. On motion for a preliminary injunction. Decr 
for complainant. 


‘tetson, Jennings & Russell, of New York City, (Frederic B. 
Jennings and Winfred T. Denison, both of New York City, 
of counsel), for complainant. 

William A. De Ford, of New York City, (Samuel Untermyer, 
Henry A. Wise, Irwin Untermyer, William A. De Ford, 
Claude A. Thompson and John T. Sturdevant, all of New 
York City, of counsel), for defendant. 


Aveustus N. Hanp, District Judge: This is a motion for a 
injunction pendente lite to restrain the defendant from appropriat 
ing the news gathered by the complainant. Each party to the suit 
is engaged in the business of procuring news and supplying it to 
newspapers. The complainant is a membership corporation, and 
the defendant a stock corporation. The complainant during tli 
year 1915 expended about $3,500,000 in gathering news from al! 
parts of the world for its members, which was assessed among thx 
under the provisions of its by-laws, and the defendant expend: 


more than $2,000,000 during the same year in supplying news to its 


customers. It thus appears that the gathering and distributing o! 
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ews requires a very large expenditure of labor and capital, and it 
hardly necessary to say that no modern daily newspaper can 
ifford to be without the facilities offered by a well-equipped news 
gency. 
The by-laws of the Associated Press provide that each mem- 
ber shall be entitled to receive a service of news for the purpose of 
iblication in the newspapers specified in his certificate of member- 
p, and for that purpose only, and that a member shall publish the 
ews of the Associated Press only in the newspaper, language and 
lace specified in his certificate of membership, and shall not permit 


inv other use to be made of the news furnished by the corporation 


to him or to the newspaper which he represents, and that no member 


shall furnish, or permit any one in his employ or connected with 

le newspaper specified in his certificate of membership to furnish, 
any person who is not a member, news of the Associated Press in 

idvance of publication. Each of the members is likewise required 
y the by-laws to gather and supply the local news of his district to 

the Associated Press, and to no one else (affidavit of W. P. Leech, 
rified January 19th, filed on behalf of complainant). 

Much the same arrangement as above outlined exists between 
he International News Service and the newspapers receiving its 
service. A considerable number of newspapers make use of the 

ws furnished by both of these agencies. The value of the news 
cumulated by each of the parties to this suit depends upon its 
curacy and upon its reaching the newspapers served before the 
ews of any other competing news agency can be furnished. The 
\l of complaint states that: 

“An essential part of the plan of operation of the complainant ac- 
rdingly is that news collected by it shall remain confidential and secret 
ntil its publication has been fully accomplished by all of complainant’s 
embers, because otherwise competing newspapers, which bear no part 

the cost, would unfairly and inequitably receive the benefit of the serv- 

ice, and such a result would ultimately greatly impair the usefulness of 
e Association to its members and imperil its very existence.” 

There is, to be sure, no requirement of the by-laws of the As- 

ated Press that its members must publish news furnished by it 


the same hour, and they necessarily do issue their publications at 
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various times. Western papers, owing to the difference in tin 


can be furnished by a competing news agency with the news of th 


Associated Press published in the newspapers of its Eastern me 
bers, and gathered by it at great cost, with no expense of collecti: 
to the rival agency, unless the sale of the news can be withheld for 
sufficient time to prevent this. It is therefore undoubtedly a pa 


of the successful operation of a country-wide news agency th 


rivals shall not be able to sell the news which its customers hay 
published in the East to newspapers published several hours lat 
in the West. In no other way can the results of its labor and enter 
prise receive any real protection within much of the territory 

undertakes to serve. I comment upon this noticeable fact in pass 
ing, without at this time discussing the legal features. 

The complainant alleges that the defendant has wronged 
and should be enjoined as to three matters: (1) Arranging wit 
employees of members of the Associated Press to furnish its news 
to the defendant for a consideration before publication; (2) indu 
ing members to violate complainants’s by-laws and permit defend 
ant to obtain news of the Associated Press before publication; (3 
copying news on bulletin boards and in early editions of complai: 
ant’s members and selling this news to defendant’s customers. 

I will take up the foregoing charges seriatim. The moving 
papers establish beyond a peradventure that the defendant en 
ployed at $5 per week a B. E. Cushing, the telegraph editor of th 
Cleveland News, a paper holding a certificate of membership fro: 
the Associated Press, to furnish the defendant with local news 
gathered by the Cleveland paper. Indeed, the defendant not on) 
admits that such is the fact, but insists that such was the natur 
of the employment of Cushing and his only authorized service for 
defendant. Cushing not only furnished the defendant with loc» 
news of the Cleveland district, but also a substantial amount of other 
and particularly of foreign news, which had come to the Cleveland 
paper over the wires of the Associated Press. The sinking of tl: 
hospital ship Britannic in the Atgean Sea, the decision by t! 
United States District Court in Kansas that the Adamson law w 
unconstitutional, the fire on the steamer Powhatan off Rock Islan 
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German raid on the east coast of England on November 28, 
916, the sinking of the steamer Chemung in the Mediterranean, the 
leclination of A. Bonar Law of the premiership and preliminaries 

the appointment of Lloyd George, the explosion in the Quaker 
Oats plant in Canada, the fire in Toledo, Ohio, the illness of Lloyd 
George, the statements of Premier Briand as to the attitude of the 
llies regarding German peace proposals, and the explosion and 
ss of life in mines of the Tennessee Coal & Iron Company were 
matters in respect to which some communications were made to 
the defendant by Cushing of news received from the Associated 


Press 


Barry Faris, the day manager of the defendant, on November 
21, 1916, wrote F. H. Ward, the manager of the Cleveland office 


f the defendant, a letter of which the material portion is the fol- 


wing: 


“Dear Mr. Ward: Agnew had an arrangement somewhere in the 
eveland office whereby he could tip us off on big news stories that the 
\. P. was carrying. I wish you would find out from him just what this 
nection was, and if you cannot make use of it. It proves very val- 
ble to receive a tip what the A. P. is carrying as soon as it puts it out 

the wire. Don’t mention the A. P. in any messages of that kind, but 

ply say, ‘Ansonia carrying fifty dead Pennsylvania wreck Pittsburg,’ 

whatever it may be. * * * 

“Barry Faris.” 


The foregoing letter from a responsible man in the employ of 


defendant indicates a systematic attempt to secure news of the 
omplainant and is the strongest corroboration of the latter’s 
irges. It is not necessary to suppose that such a system was 
‘cnown to the officers of the defendant, or the proprietor of the 
Cleveland News, who deny that knowledge; but it is sufficient that 
system existed and the acts were frequent and continuous. The 
nly qualification of the facts I have recited, which the defendant 
ikes, is the statement of Cushing, in his affidavit submitted by de- 
endant, that he seldom volunteered tips of the Associated Press to 
he defendant, and that there were only two cases that he can 
finitely remember where such information originated with him. 
can hardly be thought that Faris, in his letter to Ward, referred 
local Cleveland news when he spoke of “big stories that the A. P. 
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was carrying.’ The only difference between local and foreign n 


is that the latter was more valuable to the defendant, and the divule 


ing of it more serious to the complainant, especially since the Alli 
have deprived the defendant of the right to use their cables, a 


thus get news readily in the countries of Europe. It was equal! 


illegal for the defendant to secure local news from the Clevela: 
newspaper, since that involved a violation by the latter of its « 
press contract with the complainant not to divulge this news to a: 
one but the Associated Press, except so far as it published it in 

own papers. 

Agnew was the manager of the defendant in Cleveland, and 
makes oath to certain communications to the defendant in referen 
to the foregoing news of the Associated Press. Cushing himseli 
deposes to his employment by the defendant, without the knowledg 
of either the Cleveland News or the Associated Press of his rela 
tionship with the defendant. He also swears that he communicated 
to the defendant both foreign and domestic news belonging to t! 
Associated Press. There cannot be the slightest doubt that com 
plainant’s news was pirated at Cleveland, and it is not really ques 
tioned. Cushing says, in his affidavit read on behalf of the defend 
ant, that “he seldom volunteered tips to the manager of the Cleve 
land office of the International News”; but this is a weak qualifica 
tion of the opposing affidavits, two of which he makes himself. H 
admits he was approached by the manager of the defendant s 
Chicago office and was employed to give it news. The intimat 
relation of the New York office of the defendant to this abstractio 
of complainant’s news is evident from the following dispatches t 
the International News at Cleveland from Barry Faris: 

“PD. R. Anything on Chemung sunk? B. F. 2.45 p. m.” 

“PD. R. Has Lloyd George resigned war secretaryship? B. F. 
December 5, 12:27 p. m.” 

“DPD. R. What Ansonia now say Lloyd George? B. F. 1:10 p. 
Dec. 5.” 

More than that, Ward, the Cleveland manager of the ofh 
of the International News, says in his affidavit (folios 140, 141 
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“The first time that I learned that B. E. Cushing was an employee of 
e International News Service was when I substituted for Agnew during 
\gnew’s vacation in the summer of 1916. I then learned for the first time 
sit Cushing was employed to notify the Cleveland bureau of the Inter- 
itional News Service of any local news, promptly, which originated in 
Cleveland or vicinity, and which came to him or to the Cleveland News, 
nd which the Cleveland News would naturally carry. I also learned at 
this time from Agnew that Mr. Cushing occasionally called him on the 
telephone and told him that the Associated Press was carrying such and 
ich a story. While I was so substituting for Agnew during the summer, 
the said Cushing called me on the telephone several times and tipped me 
ff to certain stories which had come into the offices of the Cleveland 
News, through the Associated Press. He also of course, gave me a num- 
ber of items of news originating in Cleveland and vicinity. At that time, 
o far as I can remember, I did not send over the wire to the Interna- 
tional News Service any information given me by Cushing relative to As- 
wiated Press stories. After I became manager of the Cleveland bureau 
of the International News Service, when I was tipped off that the A. P. 
vas carrying a certain story, I would at once message New York, with the 
idea of getting an International News Service story for the Cleveland 
News, and for my Ohio state wire, so that I could legitimately serve 
uur own subscribers with the same story that the A. P. had. Cushing 
never read me the A. P. story or bulletin, so far as I know; all he ever 
gave me was a tip as to the nature, character and source of the story. It 
is up to us to get our information, then, as best we could.” 


This is certainly not a convincing defense by the Cleveland 
manager of a corporation charged with securing news improperly, 
and the foregoing affidavit of Ward, when taken with the letter and 
telegrams of Faris I have mentioned, establishes that the first 
charge of the complaint is sustained by the moving papers. 

The second charge against the defendant is the claim that de- 
fendant’s employees read the news sheets of the Associated Press in 
the editorial room of the New York American. The New York 
\merican was and is a member of the Associated Press, and had a 
Morkrum receiving machine in its editorial room on which the 
news appeared. James Finnerty, who attended to the Morkrum 
machine, has made an affidavit, verified January 3, 1917, in which 
he states that Coates, an employee of the International News Serv- 
ice, the office of which was in the same building as that of the New 
York American, nightly examined the sheets containing the news 


received from the Associated Press and made copies or extracts. 


EK. P. Koukol, who attended to the Morkrum machine one night a 


week, and Ronald S. Wishart, a Morkrum inspector, made a similar 
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affidavit as to Frank B. Atwood, one of the editors of the Interna 
tional News Service, and deposed that he constantly came to th 
office of the New York American and examined Associated Press 
news sheets, and at times took notes from them. That such was t! 

practice of defendant’s employees is further corroborated by tl: 
affidavit of George H. Eke, who was accustomed to go to the offic 
of the New York American to inspect the Morkrum machine. 

These charges are strenuously controverted in the affidavits 
filed by the defendant. It is to be noticed, however, that no affidavit 
appears either from Coates or Atwood, who are the persons said t 
have secured the complainant’s news. This is very significant, and 
in view of such an omission the positive affidavits that such things 
occurred should prevail over defendant's affidavits from persons 
who simply swear, however positively, or even truthfully, that the 
never witnessed such practices. 

It is well settled that the defendant had no right to obtain news 


from the members of the Associated Press, who were under a 


obligation only to use it for their own publications, by employing 
bligat ly t t for their blicat , by loy 


their clerks to give the information, as was done in the case otf 
Cushing of the Cleveland News, or by securing the information d 
rectly, as was done through looking over the news sheets of the coi 
plainant in the office of the New York American. The news was 
gathered by the Associated Press at great cost, and was entitled 
to be protected from abstraction in any such ways. (Board 
Trade v. Christie Grain & Stock Co., 198 U. S. 236, 25 Sup. Ct 
637, 49 L. Ed. 1031; Exchange Telegraph Co. v. Gregory, | 1896 
1 Q. B. D. 147; Exchange Telegraph Co. v. Central News, Ltd., 
[1897] 2 Ch. Div. 48; Dodge v. Construction Information Co., 183 
Mass. 62, 66 N. E. 204, 60 L. R. A. 810, 97 Am. St. Rep. 412). 

The foregoing acts, whether or not done contrary to the dire 
tions of defendant’s officers, were done by persons acting for 
within the general scope of their employment, and the liability must 
rest upon the principal. 

The strongest objection urged by the defendant to the grant 
ing of any injuction is based upon the charge that complainant lis 


been guilty of continuous abstraction of defendant’s news, and ther 
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fore should be debarred from seeking the aid of a court of equity. 
[ think the complainant has established that such practices, if they 
have existed, were contrary to the rules of the Associated Press and 
the careful direction of its officers and manager, and were limited 
to but a few sporadic instances at most. Now the doctrine that he 
who comes into equity must come in with clean hands does not 
recognize mere imputations of guilt based upon technical theories 
ff agency. ‘To invoke it a knowledge must exist on the part of the 
principal of the facts upon which the charge of unconscionable con- 
duct is based, and in the case of a corporation those facts must be 
brought home to the persons exercising general control over its 
iffairs. 

No such knowledge has been shown on the part of the officers 
or manager of the Associated Press, and the complainant conse 


ently is not barred from seeking relief against the matters referred 


+ 


to in (1) and (2) supra, by reason of anything complainant itself 


las done. On the other hand, complainant’s counsel are entirely 
right in their contention that the liability of the defendant for the 
wts of its agents exists entirely irrespective of knowledge of its 
officers, and an injunction may issue to prevent the continuance. 
(he legal questions involved in this conclusion are discussed by the 
New Jersey Court of Errors and Appeals in a clear and convincing 
opinion in the case of Vulcan Detinning Company v. American Can 
Co., (72 N. J. Eq. 387, 67 Atl. 339, 12 L. R. A. (N. S.) 102), and 
| fully concur in the reasoning of that court. 

The briefs contain so much discussion as to the practices of the 
complainant in obtaining news that I should perhaps refer briefly 
to the evidence on this point. Various employees of the Cleveland 
News have furnished affidavits to defendant that Cushing gave tips 
to the Associated Press of news he had received from defendant 
before it had ever been published. The subject-matter of such 
tips, with two exceptions, which I shall mention, is not related, and 
the text of the affidavits seems to indicate that Cushing was seeking 
nformation for the Cleveland News, rather than imparting to the 
\ssociated Press any information he had received from the de- 


fendant. Smiley, in his affidavit, says, for example, that Cushing 


, 
cod 
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“when some story of great importance was carried on the wires of 
the International News Service, and which had not yet appeared i 

the copy sent to the telegraph desk of the Associated Press, and i: 
a way might be construed as a tip, inquired if they knew anything 
about said story.”’ Field, in his affidavit, says Cushing would cal! 
up the Associated Press and “‘say, for example: ‘Hearst has a bul 
letin on a wreck down state. Can you find anything about it fo 
me?’”’ Anson makes affidavit that Cushing would say, “for ex 
ample: ‘Hearst is carrying such and such a story out of such ai 


such a place. What have you got on it?’” Shimansky likewi: 


deposes that Cushing would say, “for example: ‘Hearst say; 


hundred drowned on steamer Eastland, turned over in Chicago 
river. What have you?’’ 

It is manifest that these affidavits are intended to illustra 
Cushing’s practice, rather than to relate any particular incident 
Indeed, it is not clear that the news Cushing was telephoning abo 
was not Cleveland local news. Moreover, McGuire, who was cor 
respondent of the Associated Press in Cleveland, deposes that 
the news supplied by Cushing came to him; that the latter only gay: 
him Cleveland local news, and never any items which to his know]! 
edge originated in the dispatches of the International News Servic: 
The only item of news specifically referred to in defendant's 
affidavits as having been furnished by Cushing to the Associated 
Press is that Pope Pius was still alive, when the Cleveland News, 
on information derived from the Associated Press, had published a1 
extra that he was dead. In answer to this charge is the positiy 
affidavit of Frederick Roy Martin, the assistant general manager 
of the Associated Press, that the latter never reported that the Pop: 
was dead on the occasion in question, and that it reported him dead 
the following night, and only after his death occurred. 

Cushing admits that he notified both complainant and defend 
ant of the conflict in their stories as to the decision of the Adamson 
case, which resulted in the defendant’s securing the correct news 
(which it did not theretofore have) that the District Court had held 
the act unconstitutional. It is clear that Cushing was secretly en 


ployed by defendant to furnish at least local news to it, though such 
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ews belonged to complainant, while his employment by the com- 
inant to furnish local news was on the recommendation of the 
Cleveland News, and was known to every one in that office. Even 
f the officers of the defendant were innocent, it is also clear that 
Faris and Agnew sought and obtained from Cushing news that was 
ther than local. 
The cases where Cushing gave any news of the defendant to the 
\ssociated Press were, I think, so sporadic and occasional as to be 
lmost inevitable in a person in his position. He swears that he 


never made a practice of giving such information to the Associated 


Press, and I believe he gave it, if at all, when he was endeavoring 


to verify items of news he had received as between the two agencies. 
\n occasional lapse of this kind, if it occurred, is very different 
from the systematic disclosure by Cushing to the defendant of the 
ews that the Associated Press carried. The secrecy of his em- 
ployment by the defendant, I think, indicates the purpose of Agnew, 
who was defendant’s representative at Cleveland at the time. 

The defendant further charges the complainant with getting 
tips of the Lusitania disaster and the Solvay explosion that came 
ver the wires of the International News Service at Syracuse dur- 
ng the Barnes-Roosevelt trial. Complainant’s affiant, Kloeber, 
swears that their news about the Lusitania came from the service 

the Dow-Jones Company, and in regard to the Solvay explosion 
that their representative at Syracuse telegraphed, “Can I do any- 
hing on explosion?” and complainant answered, “No, thanks; 
egular man should get the night story.” 

The complainant, last of all, charges the defendant with taking 
ews from early editions of newspapers which are members of the 
\ssociated Press and selling it to defendant’s customers in the 
same text or in a paraphrase of its own. In reply to this charge 
the defendant has submitted affidavits that in Washington, Chicago, 
\tlanta, and elsewhere the representatives of the Associated Press 
ive taken news from early editions of defendant’s subscribers and 
thereafter sold this news which defendant had secured. These 
fidavits contain general allegations rather than specific instances, 


ind the allegations are denied by the complainant. In any event, 
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this practice of obtaining news originally derived from a competi: 
news agency, but after publication, is quite different from that 
securing the news of a rival agency surreptitiously before publi: 
tion. Both defendant and complainant confessedly secure new; 
or “tips,” so called, from first editions of newspapers supplied 
their competitors, and both insist that they do not transmit a 
such news until an independent investigation is made and the new, 
is verified. ‘The methods employed by the Associated Press are se' 


forth in its brief as follows: 


“At this point there should be noted a clear and vital distinction lx 
tween two kinds of use to which news taken from newspapers is put. ‘I 
one use is for the purpose of obtaining the mere information or rumor th 
such and such an event has happened. Upon receipt of this informatior 
or rumor, the news distributing service then proceeds to obtain the nev 
by its own independent investigation from the original sources at its ow 
expense, and the only story sent out is based solely upon the strength o 
such investigation. This has been a recognized practice among all new 
agencies and has existed by common consent. The other use is to send 
out a story based in whole or in part upon the news obtained from t 
newspaper without independent investigation. This use may include t 
sending of the bare statement of the fact of the event, or a more extend 
copy of the details of the story of the rival news agency. This practic 
has never been recognized as fair or proper, and has never been adopted 
or allowed by the complainant. * * * This ‘tip,’ when received by The 
Associated Press, is used, not textually, nor in any modified form as a dis- 
patch to the papers within its fold, for publication by them, but as a sug 
gestion for investigation. An inquiry is set on foot, and an independent 
news report may be developed and used.” 


It is evident from the foregoing statement, as well as from thy 
proofs as a whole, that both sides think news, when published by 
any subscriber to a competing news agency, may properly be in 
vestigated, and, if verified, the result of the verification may }b 
sold. It is to be noted, however, that the original news is e. 


hypothesi the product of the labor and capital of him who gathers it, 


and whether it be treated as a mere “tip” for further investigation, 


or as an authentic and final report, it cannot be used by a rival new 
agency without depriving the gatherer of the very thing which is of 
value to him, namely, the power to control the sale of the news | 
has gathered until sufficient time has elapsed to enable it to be 
published by all the newspapers he supplies. Moreover, there is 


something rather grotesque in going through the form of verifying 
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a tip, no matter how authentic it may be. In many cases the veri- 


fication with modern telephonic communication would be so rapid 


that the time required for it would in no sense protect the original 


gatherer of the news. I cannot but feel that this matter of inde- 


pendent investigation is rather a question of business policy, for 


l 
+} 


ie news service that receives the tip, than of substantive law or 
r dealing. In other words, the real matter for consideration is 
whether news gathered and sold to a newspaper, which publishes 
it, can be used after publication by a competing news agency, 
ther as a tip for further investigation or as authentic news for 
mmediate distribution before sufficient time has elapsed for the 
news to be published within the territory in which the gatherer is 
engaged in the general dissemination of news. 

This question is most novel and important. I have said in 
lie earlier part of this opinion that a news service is subjected to 
serious loss if its news is not protected from sale by a competing 
ervice until sufficient time has elapsed for publication by sub- 
tantially all of its customers. This result might be secured if the 
ews gatherer provided in its contracts that no publication of its 
iews should be made by any of its subscribers until a given number 

hours after receipt of the news. Such a plan would obviously 
e wholly impracticable, and, while giving theoretical protection, 
vould result in holding back the publication of the news sold for 
iny hours. I think, therefore, that the only way to afford full 
protection to the newsgatherer is to prevent the use of news by a 
rival, either in the form of tips or otherwise, for a sufficient time to 
enable the daily newspapers throughout the country to receive and 
publish the news. There is no real publication, or purpose to 
abandon to the public, until that time. There have been various 
ises where the courts have protected those who have produced 
scenarios, plays, lectures, and pictures after publication; and at 
common law the right remained after publication, unless a purpose 
to dedicate to the public was plain. (Ferris v. Frohman, 223 U. S. 
124, 32 Sup. Ct. 263, 56 L. Ed. 492; Universal Film v. Copper- 
in, 218 Fed. 577, 134 C. C. A. 305; Tompkins v. Halleck, 133 
Mass. 32, 43 Am. Rep. 480; Caird v. Sime, L. R. 12 App. Cas. 326; 
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Werckmeister v. American Lithographic Co., 134 Fed. 321, 
C. C. A. 553, 68 L. R. A. 591). 

Perhaps the closest analogy to the present situation is to 
found in the stock and grain quotation cases, where it has been un 
formly held that a rival quotation agency cannot secure the new- 
in a broker’s office, or upon an exchange, and sell it, even thoug 
these places may be open to all who desire to come in, and the new. 
except for this limitation, has become public property. (Boa 
of Trade v. Christie Grain & Stock Co., 198 U. S. 250, 25 Sup 
Ct. 637, 49 L. Ed. 1031; National Telegraph News Co. v. Weste 
Union, 119 Fed. 294, 56 C. C. A. 198, 60 L. R. A. 805; Board o 
Trade v. Tucker, 221 Fed. 305, 187 C. C. A. 255; Board of Trad 
v. Kinsey Co., 130 Fed. 507, 64 C. C. A. 669, 69 L. R. A. 59; 
Board of Trade v. Cella Commission Co., 145 Fed. 28, 76 C. C. A 
28. See, also, Kiernan v. Manhattan Quotation Telegraph ( 
50 How. Prac. (N. Y.) 194). 

The protection of lectures, plays, and paintings from piracy, 


even after wide publicity, is sometimes placed by the courts upo: 


rights of authors to literary or artistic property, and sometimes upo1 


the theory of an implied contract arising from the relations of thi 
parties. In the stock and grain quotation decisions the right has 
been likened to a trade secret. (Board of Trade v. Christie, supra. 
But in all these cases there is little basis for anything like secrecy, 
and there is often no real contract not to disclose what is published 
Indeed, the person who hears or sees whatever may be the product 
of another’s labor is entitled to the fullest use and enjoyment short 
of competitive commercial employment, just as the public is entitled 
to all the news that appears in a newspaper, whatever may be its 
origin. ‘The question in any given case is whether abandonment 
to the public has been so complete that no further justifiable caus 
remains for protecting these business interests from competiti' 

interference. They do stand like trade secrets, in that they ar 
entitled to protection until surrendered to the public; but the rea 
basis for invoking equitable aid either in the case of a lecture, 

play, or a trade secret is that one who has, with labor and expens: 


created something which, while intangible, is yet of value, is entitled 
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to such protection against damage as is not inconsistent with public 
} oliey. 

The case of Tribune Co. of Chicago v. Associated Press (116 
ed. 126), is confidently relied upon by the defendant. That was 
decision by Judge Seaman to the effect that news of the South 


\frican War, published in the London Times and sent by cable to 


the Chicago Tribune, could not be copyrighted, and that a suit by 


he Tribune against the Associated Press to restrain infringement 

copyright would not lie. The case was based solely upon doc- 
trines of copyright law; the matter now under discussion was not 
referred to, and the decision was rendered by a single judge prior 
to that of the Cireuit Court of Appeals of the Seventh Circuit, in 
the case of National Telegraph News Co. v. Western Union (119 
Fed. 294, 56 C. C. A. 198, 60 L. R. A. 805). 

A most useful discussion of the legal questions here involved is 
found in the opinion of Judge Grosscup, writing for the Court of 
\ppeals of the Seventh Circuit, in the case of National Telegraph 
Vews Co. v. Western Union, supra. That court held that stock 
juotations received on a ticker in a broker’s office, while not subject 
to copyright and in general available to any one who cared to ex- 
imine them, would be protected from sale for one hour after re- 
ceipt. Judge Grosscup said: 

“* * * The business is, as an entirety, a lawful one. It meets a dis- 
tinctive commercial want, and in some of its branches, at least, adds to the 
facilities of the business world. * * * The business involves, also, the 

e of property. This consideration brings it at once, in a general way, 
thin the protecting care of courts of equity. At first glance the immedi- 
te act restrained in the order below—the use of the information by a rival 
nterprise until after 60 minutes—may not appear as a trespass upon, or 
jury to, property, other than to the extent that there may be property in 
printed matter. But such a view falls short of looking far enough. 
Property, even as distinguished from property in intellectual production, is 
‘t, in its modern sense, confined to that which may be touched by the hand, 
or seen by the eye. What is called tangible property has come to be, in 
most great enterprises, but the embodiment, physically, of an underlying life 
a life that, in its contribution to success, is immeasurably more effective 
than the mere physical embodiment. Such for example are properties 
built upon franchises, on grants of government, on good will or on trade- 
imes, and the like. It is needless to say that to every ingredient of prop- 
erty thus made up—the intangible as well as the tangible, that which is 
discernible to mind only as well as that susceptible to physical touch—equity 
extends appropriate protection. Otherwise courts of equity would be un- 
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equal to their supposed great purposes; and every day, as business lif 
grows more complicated, such inadequacy would be increasingly felt. 

“Nowhere is this recognition by courts of equity of the intangible sid 
of property better exemplified than in the remedies recently developed 
against unfair competition in trade. An unregistered trade-name or mark 
is, in essence, nothing more than a symbol, conveying to eye and ear in- 
formation respecting origin and identity, as if the manufacturer, present 
person, and pointing to the article were to say, ‘These are mine;’ and th 
injunctive remedy applied is simply a command that this form of speech 
this method of saying, “These are mine’—shall not be intruded upon un- 
fairly by a like speech of another. Standing apart, the symbol or speec! 
is not property. Disconnected from the business in which it is utilized, it 
cannot be monopolized. But used as a method of making an enterpris 
succeed, so that its appropriation by another would be a distinctive injury 
to the enterprise to which it is attached, the name, or mark, becomes at onc 
the subject-matter of equitable protection. Here, as elsewhere, the eye of 
equity jurisdiction seeks out results, and though the immediate thing to ly 
acted upon by the injunction is not itself alone considered, property, it 
enough that the act complained of will result, even though somewhat 1 
motely, in injury to property. 

“Considering that in such case equity without question, lays its r 
straining hands upon the injurious appropriation of words that belong to 
the common language of mankind—than which nothing could be freer 
the uses of men—there ought, it would seem, to be no difficulty, in the cas: 
under consideration, to find the power so manifestly needful. The cas 
under consideration may be summed up as follows: The business of appel 
lee is that of a carrier of information. The gist of its service to the patron 
is that, by such carriage, the patron acquires knowledge of the matter 
communicated earlier than those not thus served. The ticker, with it: 
printed tape, is an implement of means only to this commercial end, whic! 
the patron, or the patron’s patron, may utilize to the end intended but maj 
not appropriate to some end not intended, especially if such appropriation 
result in injury to, or total destruction of, the service. In short, the law 
being clearly inadequate to that purpose, equity should see to it that th 
one who is served and the one who serves each gets what the engagement! 
between them calls for, and that neither, to the injury of the other, shal! 
appropriate more.” 


Professor Langdell, in discussing trade-marks and good will 
in his book entitled “A Brief Survey of Equity Jurisdiction,” has 


expressed much the same theory that Judge Grosseup elaborated in 


the opinion above quoted, and has pointed out that the wrong in 


such a case is not a tort to any particular thing, but- 


“to the estate of the person injured in the aggregate, to the universitas of 
his estate (as the Romans call it), consisting, as it does, in making him so 
much poorer. Of this description are many species of fraud, for example, 
the so-called infringement of a trade-mark or of good will, which consist 
in wrongfully and fraudulently depriving another person of custome 

whose patronage he would otherwise have received.” 
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[ think sufficient analogies exist, particularly in the stock and 
iin quotation cases which I have cited, for holding that the 


lamage to the complainant, which arises by taking from early 


litions of newspapers published by its members information which 
has gathered at great cost, constitutes a tortious invasion of its 
‘ights unless, as a matter of public policy, adequate cause can be 
own for holding that the partial disclosure to the public arising 
mm the publication in some of the newspapers that are members of 

Associated Press should deprive it of further right to restrict 

use of its news. 

The question remains whether there is any sufficient ground in 
blic policy for depriving a news service of the fruits of its labors 
erely because a limited number of its customers have already 
en allowed to publish the news. Undoubtedly the public is 

egitimately interested in and benefited by the dissemination of 
ws, and the dissemination when once begun, should not be too 
g delayed; but no adequate reason occurs to me for allowing a 
mpetitor to sell and disseminate the news obtained through the 
efforts of the gatherer until the ordinary customers of the gatherer, 
within the field in which it operates, have had sufficient time to 
receive and publish the news. The newspapers which have a con- 
tract with the news service which acquired the information will 
secure it at once, and the papers that have not such a contract can 
receive it from the rival agency within three or four hours, which 
ght to be sufficient time to protect the business interests of the 
ws service that first acquired it. I can see no harm to the public 
such an adjustment of the correlative rights of the parties; and 
s conclusion is most reasonable. Concededly the complainant 
can withhold news from the public, and no one is entitled to it prior 
to publication. The object of its business, however, is to dis- 
eminate information. To serve its customers efficiently, it must 
ommunicate the news at the earliest possible time. Its effort is to 
give out its news at once for immediate publication. The publica- 
tion intended, and generally effected, is one substantially simultane- 
us throughout the country; that is, so far simultaneous as geo- 


g 
graphical differences in time may permit: It cannot, therefore, be 
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said that the complainant has in any fair sense caused its news to ly 
published, and thus abandoned it to the public, until all the members 
whom it serves have been put in a position where publication of th, 
news has been possible. 

Viewed in this reasonable light, the argument that the co: 
plainant has no further right to protection after the first publicatio: 
of its news loses much of its force. The news is in effect unpul! 


lished and unavailable for use by competing news agencies unti| 


the time for general publication has elapsed, since only then can t! 


complainant be truly said to have abandoned its news to the publi 
by an unrestricted publication. Nor can it in my opinion be said 
that the complainant is barred from asserting its rights in this cas: 
after publication, because it has acted inequitably in making use o! 
“tips” received from the defendant. Both parties have in this r 
spect acted in substantial accordance with common business practice. 
and under the belief that their conduct was technically lawfu! 
Under such circumstances neither should be debarred from asserting 
its legal right and obtaining the protection of a court of equity, b 
a court of'equity should only enforce this right if the other part; 
to the suit is awarded similar protection. 

The defendant urges that it should not be subjected to an in 
junction restraining it from abstracting complainant’s news, becaus: 
any acts of this nature which have been done were contrary to di 
fendant’s rules and the directions of its officers. I should be in 
clined to take this view, were it not for the fact that the conduct 
of the representatives of defendant in responsible positions has 
shown such a serious and systematic infraction of complainant's 
rights, in numerous cases specified in careful detail, that I cannot 
think anything less than an injunction sufficient to meet the situa 
tion. Furthermore, defendant, if I understand its argument, still in 
sists upon its right to obtain the Cleveland local news in the manner 
heretofore practiced, although this is clearly in violation of com 
plainant’s rights. Upon the proofs offered, a preliminary injunc- 
tion should be granted to the complainant, restraining the defendant 


from abstracting its news before publication. 
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While I am personally satisfied, after giving the matter most 
liberate and careful consideration, that the right exists to prevent 
the sale by a competing news agency of news which is taken from 
irly publications of complainant’s members before sufficient time 
is elapsed to afford opportunity for general publication, and that 
he existing practice amounts to unfair trade, yet the matter is 
ne of first impression, and my decision cannot be regarded as 
ifficiently free from doubt to justify the granting of a preliminary 
njunction upon this branch of the case. 


Settle order on notice. 


Meccano, Limitrep v. JoHN WANAMAKER, NEw YorkK 
United States District Court 


Southern District of New York, February 3, 1917 


Usrain CoMPETITION—PLEADING AND PRACTICE. 

In a suit alleging unfair competition and infringement of a patent, 
the propriety of interrogatories must be tested by inquiring, whether 
the answers to them would tend to prove that any person or corpora- 
tion against whom the validity of the patent in suit has been conclu- 
sively established is, or is not, privy to the present action. The test 
appears to be, whether the person who is alleged to be privy has the 
right to intermeddle in the conduct of the case. 


In equity. Hearing upon objections to certain interrogatories. 
See, also, 6 T. M. Rep. 487; 7 T. M. Rep. 43, 62. 


Mauro, Cameron, Lewis & Massie (Reeve Lewis, of counsel) 
of Washington, D. C., and Ralph L. Scott, of New York 
City, solicitor, for plaintiff. 


Toulmin & Toulmin, of Dayton, Ohio, for defendant. 


Hoven, Circuit Judge: The propriety of these interrogatories 


ust be tested by inquiring whether the answers to them would tend 


prove that any person or corporation against whom the validity 


+ 


the patent in suit had been conclusively established is or is not 


privy to the present action. 
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The latest decision elucidating this point is Rumford Chemi 
Works v. Hygienic, etc., Co. (215 U. S. at 160). It is there he 
that mere contribution to the defense of an action does not make o 
a privy with the defendant. The test appears to be whether t 
person who is alleged to be privy has the right to “intermeddl 
any way in the conduct of the case.” 


Applying this test, all the inquiries regarding the relations! 


of the two Wanamaker concerns, 7. e., those in New York a: 


Philadelphia, are obviously immaterial. So also are those whi 
seek to ascertain whether anyone is merely contributing to the « 


pense of defending this action. 


Sirver Launpry & TowreL Company v. SILVER 
(95 Southwestern Rep. 529) 
Kansas City Court of Appeals, Missouri 
May 21, 1917 


TrapE-NamMes—UwNFairn COMPETITION. 
A corporation of the name of “Silver Laundry & Towel Company’ 
engaged in the business of laundering, cleaning and repairing, is n 
entitled, under the theory of a trade-name having a secondary meaning 


to restrain as unfair competition the use in a similar business of the 
trade-name “The Silver Cleaners, Dyers & Tailors” by a local com 
petitor name Silver merely because some confusion may result from the 
juxtaposition of the two names in a telephone directory. 


On appeal from the circuit court. 


Henry C. Solomon, of Kansas City, for appellant. 
John W. Patterson and C. R. Leslie, both of Kansas City, fo 


respondent. 


TrimsB_e, Judge: This is an action in equity to enjoin the d 
fendant from advertising his business in telephone directories and 
elsewhere as “The Silver Cleaners, Dyers and Tailors, 2317 Inde 
pendence Avenue, telephone East 2308.” Plaintiff’s corporate nan 
is “Silver Laundry & Towel Company.” It conducts a business 


having several departments, one of which does family laundry, an- 
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other launders and furnishes clean towels to offices and public build- 
ngs, and another does dry cleaning and repairing. To get these 
lifferent departments before the public, plaintiff lists itself in the 
lirectories as “Silver Laundry, Towel Department,” and ‘Silver 
Dry Cleaning Company, Silver Laundry Company owners, 819 East 
12th street.” A temporary injunction was issued, and thereafter 
‘case was tried, resulting in a decree for defendant and a dissolu- 
n of the injunction. Plaintiff has appealed. 
The defendant immigrated to this country in October, 1907. 
He was a Russian, and in the language of that country bore the 
ime of “Sacharja Silverwagen,” which, as Judge Lamm says, is 
pronounced as it is spelled. Immediately upon his arrival, he 
inced his sincere desire to assimilate American principles and 
deals, and become one of us, by changing his name to that of its 
\merican equivalent, namely, “Sam _ Silver’—his surname being 
shortened to the first half thereof in keeping with our Western ideas 
brevity and euphony. This was done before he applied for 
ituralization papers. He has borne that name ever since. He 
entered the business of cleaning, dyeing, tailoring and pressing 
lothes, and, being of frugal and industrious habits, was finally en- 
bled to buy the business of that sort, known then as the Bona- 
enture Cleaners and Dyers, at 2317 Independence Avenue, Kansas 
City, Mo., where he has been up to the present time. After he had 
come acquainted somewhat in the city, and people had gotten 
cquainted with him under the name of Sam Silver, he eliminated 
the word “Bonaventure” and inserted his own name, and ran his 
isiness under the name of, and advertised it as, “The Silver 
Cleaners, Dyers and Tailors, 2317 Independence Avenue, telephone 
East 2308.” He did no laundry work, but did dyeing, cleaning, 
pressing, repairing and tailoring. 
The right claimed by plaintiff, and which it herein seeks to 


nforce, is the right to protect itself from unfair competition by 


he unlawful use of a nonexclusive trade-name in its secondary 


eaning. Furniture Hospital v. Dorfman, 179 Mo. App. 302, 
6, 166 S. W. 861. The corporate name of plaintiff is the “Silver 


1undry & Towel Company,” and its various advertisements are 
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made under the style of the “Silver Laundry, Towel Departme: 
and “Silver Dry Cleaning Company.” We pass the questi 


whether the mere method of thus advertising the various branc! 


of a business conducted under the name of the “Silver Laundry 


Towel Company” will create a trade-name with a secondary mea 
ing, and assume (without deciding) that it can and may do so. 
will be observed that the only similarity in the name by which plai 
tiff advertises the various branches of its business and the nan 
under which defendant carries on and advertises his business is 
the word “Silver.”” Aside from that word, there is nothing to su 
gest a similarity, and the plaintiff admits that it is the use of t 
word “Silver” to which it objects. 

There is no question but that defendant’s name of Silver wa 
honestly acquired, and that it was not adopted for the purpose 
imposing upon or deceiving the public concerning his business 
that of plaintiff. It became his name long before any question 
that kind could arise. He has a right to do business honestly 
his own name, and the name by which he advertises is one that 
honestly descriptive and is not deceptive. Of course, owing to tl 
common use of terms, which are publict juris and merely descri| 
tive of the business and generic in their nature, some confusion 
may be inevitable. But this does not authorize injunctive r 
straint, where the name sought to be protected and claimed to ! 
infringed upon is one which may be used by another in an honest}: 
descriptive and nondeceptive manner. Furniture Hospital v. Do 
man, supra, loc. cit. 308, 309, 166 S. W. 861. Now, there is n 
such similarity of defendant’s name with that of the plaintitt- 
various designations of its business as would deceive and mislea¢ 
the public, when the two are seen in general advertising. All th 
appears here is that, in the haste of consulting a telephone director: 
the telephone number of one may be confused with that of the oth« 
owing to the fact that the word “Silver” appears first in the nan 
of each and the two are listed one after the other. But, if that 
were sufficient to restrain defendant, then it would not be possib! 
for more than one man of the same name to conduct business in ! 


own name and to list it in the telephone directory. A man, how 
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ver, may use his own name honestly in conducting his business; and 


nless there is something calculated to deceive reasonably observant 


wople, from which the chancellor can say that the name of the 
complaining party has been appropriated in such way as to en- 
ble the one appropriating it to prey upon the business of the other 

that means, equity will not interfere to stop him. Duryea v. 
Vational Starch Mfg. Co., 79 Fed. 651, 25 C. C. A. 1389; Munro v. 
lousey, 129 N. Y. 88, 29 N. E. 9, 14 L. R. A. 245; McLean v. 
Fleming, 96 U. S. 245, 24 L. Ed. 828; Rathbone Sard & Co. v. 
Champion Steel Range Co., 189 Fed. 26, 110 C. C. A. 596, 37 
L. R.A. (N.S.) 258 [1 T. M. Rep. 259]; American Tobacco Co. v. 
Globe Tobacco Co. (C. C.) 193 Fed. 1015 [2 T. M. Rep. 187]. 

No inflexible rule can be laid down by which all cases are to be 
governed. Each is somewhat and in a measure a law unto itself; 

e., governed by its own circumstances. 38 Cyc. 779; Higgins v. 
Iliggins Soap Co., 144 N. Y. 462, 39 N. E. 490, 27 L. R. A. 42, 
‘3 Am. St. Rep. 769. But we agree with the chancellor who tried 
the case that there is no such similarity of names here as would 
justify a court of equity in holding that there has been an unlawful 
ippropriation of plaintiff's trade-name, and in exercising the high 
power of denying the defendant the right to pursue his calling under 
his own name. The chancellor, in thus holding, did not proceed 
upon the idea that, merely because defendant was using his own 
name, he could do so with impunity, regardless of his motive, and 
of the circumstances of the case, or the result obtained. His ruling 
s clearly based upon the proposition that there was no dishonest 
ntention to deceive, and that there was no imitation sufficiently 
lose to justify a court of equity in holding that unfair competition 
was thereby practiced. 

Objection is made to certain rulings upon the evidence; but, 
since they do not affect the result, there is no need of noticing 
them. Nor can we pay any attention to matters outside of the 
record which appellant seeks to bring to our attention. 


The judgment dissolving the temporary injunction is affirmed. 
\ll concur. 
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Wurre Srvupio, Inc. v. ALEXANDER W. DREYFOOS, ET AL. 


(221 N. Y. 46) 
New York Court of Appeals 
May 22, 1917 


Unrarr CompetitioN—CoryinG Oricginat PHOTOGRAPHS. 

The reproduction of original photographs with the name of t! 
original photographer thereon and the sale thereof in that form, wher 
by they are represented to be the photographs of the first photog 
rapher, constitutes unfair competition. 

Appeal from judgment of the Appellate Division, First Dx 
partment, affirming judgment in favor of defendants on pleadings 


teversed. 
For the opinion of the court below, see 3 T. M. Rep. 227. 


I. Maurice Wormser and Leon Laski, for the plaintiff. 


W.N. Seligsberg and Clarence N. Lewis, for the defendant. 


Crane, Judge: This action is brought to restrain unfair com 
petition, and the Appellate Division has decided that the complaint 
does not state a cause of action. 

We agree with the Appellate Division that so much of t! 
complaint as alleges that the defendants reproduced photograph 
of individuals taken by the plaintiff, placing thereon the nam 
of “Apeda, New York,” does not state a cause of action. 

The complaint, however, further alleges that the plaintiff took 
photographs of stage scenes and characters, known in the theatrica! 
profession as “flash lights’’ and affixed thereto its trade-nam 
“White;” that such pictures are used in the lobbies of theatres 


and elsewhere for exhibition where the play is being presented. It 


further alleges that the defendants, intending to deceive the pub! 


into believing that they were the original takers and makers of said 
flash light photographs, reproduced them, placing thereon tl 
name “White, New York,” and that the defendants thereby in 
tended to and actually did deceive the public into the belief tha 
they were purchasing the original flash light photographs mad 


the plaintiff, when, in fact, the photographs were reproductions 
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ide by the defendants, and that such acts were unfair competi- 
tion injuring the plaintiff. 

The defendants have no right to sell reproduced photographs 
f stage plays, representing them to be the originals made by the 
plaintiff, using the plaintiff's name thereon. 

“The doctrine of unfair trade amounts to no more than this: 
One person has no right to sell goods as the goods of another, nor 
to do other business as the business of another, and on proper show- 
ng will be restrained from so doing.” (Dyment v. Lewis, 144 
lowa 509, 513; 38 Cye. 756; Ball v. Broadway Bazaar, 194 N. Y. 
129, 435; Munro v. Tousey, 129 N. Y. 38; Benevolent & Protective 
Order of Elks v. Improved B. & P. Order of Elks, 205 N. Y. 459; 
Weinstock v. Marks, 109 Cal. 529; Gulden v. Chance, 182 Fed. 
Re p. 303). 


Unfair competition may result from representations or conduct 
which deceive the public into believing that the business name, 
reputation or good will of one person is that of another. (Glen & 
Hall Mfg. Co. v. Hall, 61 N. Y. 226; Howard v. Henriques, 3 


Sandf. 725; Lee v. Haley, L. R. [5 Ch. App.] 155; Holbrook v. 
Vesbitt, 163 Mass. 120, 125; American Tobacco Co. v. Polacsek, 
170 Fed. Rep. 117). 

As to these allegations the complaint states a good cause of 
ction. 

The judgment should be reversed and the motion denied, with 
costs to the appellant in all courts. 

Hiscocxa Ch. J., Cuase, HoGan and ANprews, JJ., concur; 
Carpozo and Lave@xuin, JJ., not sitting. 


Judgment reversed, etc. 
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PuHENIx CHEESE CoMPANY v. SAMUEL KirpP AND Morris PEari 
New York Supreme Court, Appellate Division, First Department 
March 23, 1917 


Unrarr Competition—Imitation oF Trape Lasper—INJuNcTION. 

A manufacturer who has for over thirty years put on the market 
product labeled “Philadelphia Cream Cheese” may enjoin anothc: 
from using the words “Pennsylvania Cream Cheese” on a similar prod 
uct, where neither name indicates the true place of manufacture, anid 
the two labels, although different in some respects, are so similar th 
the average purchaser would be liable to mistake the one for the othe: 
Unratr Comretition—Goop Fairn. 

Even though the defendants acted in good faith and were free ot 
intent to deceive purchasers, they may be enjoined from using the lal 
and the word “Pennsylvania” on their product, if such use tends 
deceive the average buyer. 

INsJUNCTION—DESIGNATION OF PRODUCT. 

The fact that plaintiff's cheese cannot properly be termed 

“cream cheese” does not impair his right to an injunction. 


On appeal from an order of the supreme court, special term, 


denying the plaintiff's motion for a temporary injunction. 


Selden Bacon, of New York City, for appellant. 
Harold §. Fleischer, of New York City, for respondents. 


SmiruH, Judge: Plaintiff is the manufacturer of a_ product 
known as “Philadelphia Cream Cheese,” which he has produced and 
marketed for over thirty-five years. The defendants are wholesal: 
dealers in cheese and other staples and have begun the manu 
facture and sale of a cheese which they designate on the labels i: 
which the same is wrapped as “Pennsylvania Cream Cheese.” Thi 
plaintiff has brought an action seeking to enjoin the use of the nan: 
and label. 

Neither the cheese of plaintiff nor defendants is made in tli 
State of Pennsylvania. Both labels have the statement, ‘Mad 
in State of New York.” No defense, therefore, is sought to |x 
made or can be made that defendants’ label indicates the place o! 
manufacture of their product. The word “Philadelphia” in tly 
one case or the word “Pennsylvania” in the other must, therefor 
be taken as one of those words which “has acquired a secondary or 


fanciful meaning.” No explanation is offered by defendants for 
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eir choice of the word “Pennsylvania,” and, in view of the fact 
that it was apparently arbitrarily chosen, the inference is irre- 
sistible that the choice was made to take an unfair advantage of the 
opularity of plaintiff's “Philadelphia Cream Cheese.” An _ in- 


spection of the two labels, as shown in the record, confirms that im- 


pression. While differing in minor essentials, the similarity in the 


size and style of lettering, the likeness of the artificial designs, the 
paraphrasing, where there is any difference of plaintiff's wording, 
ill lead to the one result: that defendants have so closely imitated 
plaintiff's package that the average customer would mistake the 
one for the other. There is one significant difference between them. 
Where plaintiff places its name on its package the defendants have 

ir merely the words “Ask for this brand,” and nowhere does 
their package state who are the manufacturers. 

In Kayser & Co. v. Italian Silk Underwear Co. (160 App. 
Div. 607 [4 T. M. Rep. 58]) Mr. Justice Clarke, now the presid- 
ng justice of this court, in writing for a unamimous court, has 
exhaustively reviewed the cases determinative of the question here 
inder consideration. In that case the word “Italian” had been used 
for many years by the plaintiff to designate a certain silk under- 
wear which it manufactured and put upon the market. Through 
long-continued usage the word “Italian” signified to the trade and 

the purchasing public the goods of the plaintiff, and had ac- 
ired a secondary meaning as identifying the underwear manu- 
ctured by the plaintiff. The defendant thereafter organized a 
corporation under the name of “Italian Silk Underwear Company” 
nd proceeded to sell the underwear manufactured by it under that 
ime. There was no Italian silk used in the manufacture of the 
inderwear either of the plaintiff in that case or of the defendant 
ltalian Silk Underwear Company. In that case, as in this, the 
rd “Italian” was apparently used by defendant to make profit 
it of a name the good will of which would recommend its under- 
vear to the public. The plaintiff sought the court’s protection, 
nd it was unanimously determined that the defendant had no right 
the use of the name, although it was a geographical name, as it 
was apparently used in unfair competition. That case has many 
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characteristics similar to those in the case at bar, and the authorities 
were there reviewed, which abundantly support the conclus 
reached. In Newman v. Alvord (51 N. Y. 189) the defenda 
sought to make use of the geographical name “Akron” as charact 
izing its cement. The term “Akron Cement” had become a wi 
known product manufactured by another firm for many years 1 
the village of Akron, Erie County. The defendant was enjoi: 
from the use of that name. In Koehler v. Sanders (122 N. Y. 65 
the rule is concisely stated: ‘““There are cases where the right to \ 
a name to designate a product is so qualifiedly exclusive that t! 
right to the protection of its use against infringement by other, 
rests upon the ground that such use by them is an untrue or dece; 


tive representation. This may be applicable to a geographica 
name designating a locality or district, and which has been adopted 


by one as a trade-mark and afterwards deceptively used by anot! 


upon similar articles.” In Commonwealth v. Banks (198 Pen 
St. 397) the court refused to allow a business college in Philadel ph 
to be called the “University of Philadelphia” because confusio: 
might be caused from the established reputation of the Universit 
of Pennsylvania, also located in Philadelphia. 

The precise question involved in this appeal has been passed 
upon in a number of other cases, none of which appear to be r 
ported, but the opinions in which are set forth in full as exhil 
attached to plaintiff's complaint. In March, 1913, one Rubenst: 
was restrained by the United States District Court for the Souther 
District of New York, at the suit of this same plaintiff, from using 
the word “Pennsylvania,” or using any other word resembling t! 
word “Philadelphia,” upon any cheese sold as cream cheese. [1 
May, 1915, the United States District Court for the Eastern Dis 
trict of Pennsylvania, at the suit of this present plaintiff, restrained 
Kennedy & Co. of Philadelphia from labeling their product “Ke: 
nedy’s Philadelphia Cream Cheese,” a case obviously stronger 
the defendants than the present case, in that the defendants wer 
able to contend that “Philadelphia” was used in a geographical sens 
The Circuit Court of the United States for the Northern District o! 
Ohio granted an injunction to this plaintiff restraining certain d 
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fendants from labeling their products “Philadelphia Cream Cheese.”’ 
Plaintiff also obtained a decree preventing the use of the name 
Philadelphia” at Special Term, New York County, in June, 1909. 
[hese instances show that plaintiff's right to the use of the word 
Philadelphia” is established beyond question. 


It is unnecessary to go into other questions raised on the 


peal. Even if the word “Pennsylvania” was simply a name that 
curred to one of the defendants, as his affidavit states, and de- 
endants were acting entirely in good faith and had no intent to 
leceive the purchasing public, the fact remains that defendants’ 


ibel and their use of the word “Pennsylvania” would probably 


slead the average purchaser, and plaintiff is entitled to have it 


restrained. 


“No evidence was given or offered to show that any person had actual- 
wen deceived by the imitation of the plaintiff's trade-mark, and we 
k that none was necessary for the maintenance of the action. It is the 
ibility to deception which the remedy may be invoked to prevent. It 1s 
ficient if injury to the plaintiff’s business is threatened or imminent to 
thorize the court to intervene to prevent its occurrence. The owner is 
required to wait until the wrongful use of his trade-mark has been 
ntinued for such a length of time as to cause some substantial pecuniary 
(T. A. Vulcan v. Myers, 139 N. Y. 364, 367.) 


“Neither is it necessary to establish a guilty knowledge or fraudulent 
on the part of the wrongdoer. It is sufficient that the proprietary 
of the party and its actual infringement is shown.” Coleman v. 
p, 70 N. Y. 573, 578.) 

There are affidavits which tend to establish that defendants’ 

im cheese does not contain a sufficient quantity of fats to be 

perly denominated a “cream cheese,’ but it is not necessary to 

nto that question on this appeal. Plaintiff's rights do not de- 

1 on the superiority of its products. 

The order appealed from should be reversed, with ten dollars 

ts and disbursements, and the temporary injunction granted. 
Crarke, P. J., Lav@uiin, Scott and Suearn, JJ., concurred. 
Order reversed, with ten dollars costs and disbursements, and 


emporary injunction granted. Order to be settled on notice. 
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WarHeEIr PuBLisHina Co. v. THe Day Pus.isuine Co., Er 
New York Supreme Court, Special Term 
Jauuary 5, 1917 


Literary Property—Unrair Competitrion—Contract Rights—INJuNCc1 
Where the plaintiff has obtained from one of the defendants the 
clusive right to publish a certain manuscript, he is entitled to rest 
the other defendants from advertising and otherwise giving out 
publication by them of any matters contained in the said manuse 
and to restrain the sale by defendant first mentioned to the others 
any matter contained therein, or describing events similar to 
therein related. 


Application to continue pendente lite a temporary injuncti 


obtained on order to show cause in the above entitled action agains} 


above named defendants. The plaintiff claims to have purchased 
from the defendant Trufanoff a certain manuscript consisting 
243 pages, dealing with the royal family of Russia, Russian polit 
and various incidents of Russian life, for the sum of $1,500, $500 
which was paid in cash and the balance by two non-negotia)) 
promissory notes, to be paid upon the publication of the matter set 
forth or contained in the manuscript. Subsequent to the making 
of this contract it is contended that the defendant The Day Pu 
lishing Company purchased from the defendant Trufanoff anot! 
manuscript setting forth in somewhat changed form much of 
same matter contained in the manuscript sold to the plaintiff her 
It is further claimed that the defendant The Day Publishing Co 
pany, which publishes a Jewish newspaper known as “The Day. 
knowing of the making of the first-named contract between |! 
plaintiff herein and the defendant Trufanoff, began a series of ad 
vertisements in the daily newspapers published in English and 
Jewish, and in other forms undertook to declare to the public | 
the matters which had been set forth in the story sold to the p! 
tiff were to be published in the paper published by the defend: 
The Day Publishing Company. Plaintiff further contends tliat 
the story sold to it by Trufanoff was to be, and was intended to 
an exclusive story of the matters therein referred to, and that ¢! 
publication now threatened to be made by the defendant The D 
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Publishing Company is in interference with and an infringement 
pon the rights obtained by the plaintiff by the purchase of the 
first-mentioned manuscript. An injunction pendente lite is sought 
to restrain the defendant The Day Publishing Company from mak- 
ng any publication having to do with the aforesaid matters, and to 
restrain the defendant Trufanoff from making any further sale of 


ny publication of the same matter sold to the plaintiff, or of any 


ther manuscript dealing with and having to do with the events 


escribed in such manuscript. It seems that the plaintiff is entitled, 
far as the defendants are concerned, to the exclusive right to 
ublish the matters set forth in the manuscript described in the 
ntract made between the plaintiff and the defendant Trufanoff, 
bearing date of December 26, 1916, and that its right to such sole 
ublication may not be interfered with by the defendants or either 
{them. A reading of the papers submitted on the motion discloses 
it the defendant The Day Publishing Company has caused the 
iblication of advertisements and of news articles which would 
early indicate that the publications intended by them were of mat- 
ers referred to and set forth in such manuscript, and to that extent 
ive interfered with the rights acquired by the plaintiff under the 
contract of December 26, 1916. If, as is contended by The Day 
Publishing Company, the article which it obtained from the de- 
fendant Trufanoff some days after the making of the contract of 
December 26, 1916, is of an entirely different nature and character, 
is, of course, entitled to publish the matter purchased by it, but 
ucither to publish nor advertise the publication thereof in such 
inner or form as to interfere with the rights acquired by the plain- 
tiff under its contract of December 26, 1916. Motion granted to 
extent herein referred to. 
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FisHer v. Star Company; WHEELER SyNpicaTE, INc. v. STAR 
CoMPANY 
New York Supreme Court, Special Term 
January 25, 1917 
Unrarr CompetiTionN—RiGut To PErRsONAL TRADE. 

An artist, or a publisher who has acquired by contract exclusiy 
publication rights in the artist’s creations, is entitled to enjoin th 
publication by another of similar creations under the same name. 

In equity, on final hearing. Decision for plaintiffs. 


For decision in counter suit, see 6 T. M. Rep. 425, for plaintifi 


Bainbridge Colby, of New York City (J. E. Schwerin, ot 
counsel), for defendants. 


GREENBAUM, Judge: The only question reserved by the court 


for determination was whether the defendant is to be enjoined fron 


hereafter publishing cartoons drawn in imitation of Mr. Fisher's 
creations, ‘“Mutt and Jeff.” It seems to me that, viewing this ques 
tion from a standpoint of unfair competition, there should be but 
one answer thereto, and that is that the publication of such cartoons 
would be calculated to deceive the public into believing that the 
were the genuine productions of Mr. Fisher. The cases that recog 
nize these principles as applied to ordinary merchandise are full) 
stated in such cases as Hanover Star Milling Co. v. Metcalf (24 
U. S. 403 [3 T. M. Rep. 269]); E. P. Dutton & Co. v. Cupples 
(117 App. Div. 172) and Yale & Towne Mfg. Co. v. Adler (15! 
Fed. Rep. 37). I can find no difference in principle between that 
class of cases and the one under review excepting that it is her 
sought to protect an individual possessed of special skill in the pro 
duction of cartoons of his own creation. My attention has been 
called to the opinion written by the examiner of interferences upol 
an application of the defendant for cancellation of the trade-mark 
“Mutt and Jeff,” registered by the plaintiff Fisher as a trade-mark 
for a series of cartoons. The examiner refers to recent works 0! 


trade-marks in which the distinction is observed between a person 
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nd impersonal trade-mark. Special reference is made to Paul on 
['rade-Marks and the English work of Sebastian (4th ed., p. 100), 
concerning which the examiner states that ‘‘a personal trade-mark 
s discussed at some length with the citation of authorities and is 
referred to as a mark which benefits the article to which it is at- 


ched with the personal skill or supervision of an individual.” I 


n see no reason or principle why such a trade-mark should not be 


ognized as the property of Fisher in this case. In passing upon 


e voluminous findings submitted by the defendant I desire to ob- 
erve that because reference is made to certain copyrights in the 
laintiff’s findings there is no implication that this court is dispos- 
ng of this case upon the theory that a copyright is involved. The 
cts with reference to the copyright are merely incidental in the 
etermination of the ultimate questions presented. Findings passed 


pon. Decisions and judgments signed. 
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